







































































































































































































































































which the GRs used in the invention is indigenous- country of origin-, the country of source

seems to be clearly in the foreground to be used in the context of DRs.

The mandatory furnishing of evidence of PIC by patent applicants would facilitate the
monitoring and enforcement of Article 15 of the CBD and it, therefore, aims at ensuring that
GRs used in an invention for which a patent is being sought was legally and legitimately
accessed. *'° On the same vein, the disclosure of evidence of benefit sharing arising out of the
utilization of GRs in inventions is aimed at not only ensuring that there is benefit sharing per se
but that sharing of benefits is fair and equitable among the parties taking in to account the

: . 417
circumstances of each particular case.

The provision of evidence of benefit sharing will
therefore include evidence that there was sharing arising out of the utilization of the GRs used in
the invention and that the sharing of the benefits that accrued to the source and country of origin

. .. . 41
was equitable and fair in the circumstances. 8

C. What Would Trigger Disclosure Requirements?

One of the basic issues for disclosure obligations is when the subject matter of the application for
IP is sufficiently related to GRs in order to require the disclosure of relevant information. In this
regard, numerous proposals have been made to require disclosures of origin in regard to GRs

under various conditions.*!

The important considerations on the possible linkages between GRs and the subject of IP

protection include whether the relationship was necessary or contingent, and whether the GR was

*1® Supra Note 403

“" Ibid

8 Tbid. In fact, it has never been an easy task to determine the fairness and equitability of benefits but, in the very
least there are a number of factors that could be used to make this determination. These include, among others:
assuming that there was sufficient PIC, that the sharing of benefits or an arrangement for future sharing of benefits
premised upon Article 15.7 of the CBD, mutually agreed terms generally cover elements relating to the conditions,
obligations, procedures, types, timing, distribution and mechanisms of the benefits shared; and there is reporting
obligation on issues relating to patenting or commercialization especially where future benefit sharing is
contemplated. See ibid.

19 For the sake of comparison, for example, the Bonn Guidelines suggest the need for such disclosures when “the
subject matter of the application concerns or makes use of genetic resources in its development”; the Swiss proposal
would require disclosures only when the subject matter of the patent application is “directly based” on genetic
resources, by making immediate use of the genetic resources ; and various national or regional laws, such as those of
the Andean Community, require extensive disclosures (including contracts for access and documentary information
on legal provenance for access to GRs) based on much broader relationships to the subject matter of the applications
(e.g. for products or processes that are developed or obtained from genetic resources). see Ibid
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actually part of the process that led to the invention, or is necessary for understanding or carrying

out the invention after the invention has been attained.**°

For instance, the requirement may relate to: GR that is used during the steps that led to the
claimed invention; GR that is necessary to assess, understand, replicate or carry out the
invention once the invention has already been achieved -in this case, it might refer to material
that would be necessary to implement the invention-; GR that was a necessary prerequisite for
the invention, in that without access to this material, the inventor would not have been able to
achieve the invention; GR facilitated the invention in the sense that it did in fact make it easier
to develop the invention and it did practically help the inventor to conceive the invention, but it
was not necessary for the inventor to have made the invention ; for instance, the invention relates
to a genetic transformation, and the transformation is applied to a range of different GR after the
essential invention has been conceived, in order to demonstrate its widespread application, as the

basis for a broadly-drafted claim for the invention.**!

According to some commentators, the appropriate linkage for DRs of GRs to the subject matter
of an IP application will depend on the reasons for making the disclosures and on the types of
information to be disclosed and evaluated.*”* Broader reasons for making disclosures entail
correspondingly broader substantive relations between the subject matter and the applicant on

one hand and the kinds of information that may become relevant for disclosure on the other.*”

The purpose of disclosure could be directly related to IP laws,*** determination of entitlements
and equity under other laws;** and determination of compliance with ABS requirements. In the
latter case, the purpose of disclosure is ensuring implementation of CBD ABS obligations, and

contracts adopted pursuant to such legislation or to effectuate ABS requirements. Disclosing the

20 Supra Note 397

“! Ibid

22 Ibid

*> Ibid

*2* Though existing requirements for disclosure of origin in IP applications vary as national IP laws differ, disclosure
is required to achieve different purposes. For example, in patent applications, GRs are required to be disclosed to the
extent that they constitute a known prior art relevant to examination or when they are needed to enable those skilled
in the art to practice the claimed subject matter.

2 Laws addressing entitlements and equity may require disclosure of the authority or the source to provide access
for GRs for the uses leading to the IP application. And failure to disclose such information may affect the
enforceability of the IP. For example, failure to disclose unauthorized acquisition of GRs might qualify as
inequitable conduct or unclean hands, which would prevent enforceability of patents. See Supra Note 391
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source or country providing GRs and the country of origin may assist countries to identify
unauthorized access or use and inequitable benefit-sharing. What should be the relationship
required between the GR and the subject of the IP to require DRs for this purpose? In this regard,
some opine that an invention should be directly based on a GR to which the inventor has had
access in order for the DR to apply.**® Accordingly, the invention must make immediate use of
the GR, that is, dependent on the specific properties of this resource, and the inventor must have
had physical access to this resource, that is, at least sufficient enough contact to identify the

properties of the GR relevant for the invention.*”’

¢ Martin A. Girsberger, Disclosure of the Source of Genetic Resources and Traditional Knowledge in Patent
Applications, 2004, available at: Http://www.ciel.org/publications/iprights.pdf; accessed on 4 September 2010

7 Ibid
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Chapter Three

Access to Genetic Resources, Benefit Sharing and Intellectual Property Rights
in Ethiopia: Analysis of the ABS Proclamation vis-a-vis the Patent and Plant
Breeder's Right Legal Regimes

3.1. The Legal Regime on Access and Benefit Sharing in Ethiopia

Ethiopia is rich in GRs which is resulted from its wide ranging agro climatic conditions.**® With
endemism and diversity, Ethiopia is identified as one of the major vavlovian'® centers of origin
and diversity for a number of domesticated plants and their wild and weedy relatives.**’ Crop
plants, such as coffee, teff, noog and anchote are known to have originated in Ethiopia.43 !
Farmers' varieties of several major crops, namely, wheat, barley, sorghum, field pea, and fava
bean, which are relatives of some of the world's important crops are claimed to be widely found

in Ethiopia. ***

Though there is no formalized study on how much of the countries GRs have been taken out and
commercially utilized, it is a hard fact that there have been an unconstrained access to Ethiopia's
GRs.* As a result of this, genetic materials have been harvested and exported to R&D nodes
abroad, for innovative value addition and off shore financial benefits.** The consequence being
the country has not been benefitted equitably with the concerned stakeholders from the

commercial gains derived from GR commercialization.

% kent Nnadozie, Robert Lettington and etel (eds.), African Perspectives on Genetic Resources: A Handbook on
Laws, Policies and Institutions Governing Access and Benefit Sharing, Environmental Law Institute,( 2003),P.106
% Nikolai Vavilov (1887-1943) was a Soviet plant geneticist. Through his extensive botanical expeditions, he
identified 12 different geographical areas of the world, which he believed to be significant plant genetic origin and
represent enormous diversity. And accordingly, the first formal GRs collection had taken place where the country's
GRs were catalogued during an expedition led by this Russian professor who is renowned pioneer of GRs
conservationist laboring under the conviction that "time is short, we must hurry". Ethiopia is identified as one of the
centers of crop diversity on the basis of its ancient agricultural civilization and the diversity of cultivated species. see
Eshetayehu Tefera, Global Potentials and challenges of some of Ethiopian Germplasm, the Plant Genetic Resources
Review, (on file with the author)

“ Ibid

“1 Tbid

2 Ibid

3 Tbid

% A Study by Rural Advancement Fund International- RAFI- now Action Group on Erosion, Technology and
Concentration ETC and the Report entitled: Out of Africa, Mysteries of Access and Benefit Sharing, show that
Ethiopian barely, sorghum and varieties were used in the US generating US $150 million and 12 million
respectively. In addition to this, Endod, known as the African soapberry plant and which has been identified by the
Ethiopian communities as a laundry soap and shampoo. The University of Toledo has applied for a patent on the use
of Endod to control zebra mussels which is expected to generate millions of dollars. see Tefera, Supra Note 423
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To begin with, the GR capable of resisting the gene of the Barley Yellow Dwarf Virus (BYDV)

is thought to have been taken from the Ethiopian barley collection and introduced in to the

435 It was stated that this BYDV resistant

1.436

genetic material of the Californian barley in the 1960s.
gene has saved California from a yearly expenditure of USD 160 million for pest contro
Ottawa based Ethiopian scientist Awugachew Teshome states that Ethiopian barley contribution
may in fact be worth as much as USD 600 million, not only to California but also to all of the

US, Canada, Australia and many other countries.*’

In addition to this, teff GR is believed to have been taken by Wayne Carlos who had worked in
Ethiopia in 1970s.**® Based on this, he has developed a variety named Dessie teff variety for
which he had been granted a Plant Variety Protection in 1996 by the US Plant Variety Protection
Office.**” Though there is no information on how he accessed the teff GR, this might be because

prior to the adoption of the CBD, access to GRs was unregulated.

The complex reality does not end here; Endod which is a perennial plant which has been selected
and cultivated by Ethiopian woman is used as bedrock for the patents granted to the University
of Toledo.**” Ethiopian biologist Aklilu Lemma discovered that the sun dried and crushed Endod
berries are lethal to all major species of snails and may be effective in controlling
schostosomaisis.**' After Aklilu demonstrated Endod's potency to a scientist in the University of
Toledo, they took out patents hoping to sell Endod as a biological control for the zebra mussle, a

costly pest in the great lakes of the US and Canada.***

In this point, it is difficult to imagine these
are the only GRs taken out of the country in different ways and the discussion made here cannot

be considered as exhaustive.

435 Tefera, Supra Note 429

“ Ibid

7 Ghelawdewes Aria, the Paradox of the Breadbasket Starving Ethiopia, 2002, available at
Http://www.tisid.net/paradox.htm.; accessed on October 10/2010. Ghelawdewes reviewed the fact that US farmers
already earned $150 million annually by growing varieties of barley developed from the Ethiopian strains. It is a
public knowledge that the unique Ethiopian barley was benefitting many nations, although Ethiopians were kept in
the dark about their own resources. In 2001, the Pan African news agency from Dakar told the world" seeds from
starving Ethiopia give America abundant yields" what a paradox!!

¥ Tefera, Supra Note 429

“ Ibid

“0 Ibid

“! Tbid

“2 Ibid
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Since lack of legislation on ABS was considered as one of the factors for such free access, two
of the major GR related issues, namely access to GRs and the fair and equitable sharing of
benefits derived from the use of GRs have been widely discussed in Ethiopia since the
ratification of the CBD in 1994.*** These discussions have culminated in the enactment of the
Proclamation on Access to Genetic Resources and Community Knowledge and Community Rights-
Proclamation No0.482/2006. The Proclamation has seven different parts dealing with general
provisions; protection of community rights; conditions of access, follow up and compliance
measures; exploration of GRs; administration of access and miscellaneous provisions. For this
thesis, the most important parts are those which deal with access conditions, benefit sharing and

compliance measures.

The ABS Proclamation has sought to redress the disparities in the sharing of benefits derived
from the commercialization of GRs as can be inferred from its objectives. Article 3 of the ABS
Proclamation states that: "the objective of this proclamation is to ensure that the country and its
communities obtain fair and equitable share from the benefits arising out of the use of genetic
resources so as to promote the conservation and sustainable utilization of the country's
biodiversity resources." In this regard, one should not forget the fact that this same objective is
enshrined in the CBD which shows that the proclamation is informed by the CBD as it is stated

in the preamble.***

For the realization of its ABS objectives, the proclamation has put in place different provisions
which deal with conditions of access and modalities of benefit sharing. To begin with, access to
and exploration of GRs is possible with the possession of an access permit. Therefore, any
person is not allowed to access GRs unless he/she/it is in possession of the written access permit

granted by the Institute of Biodiversity Conservation- the Institute hereinafter.**

*3 Nnadozie and Lettington, Supra Note 428

*4 The third paragraph of the preambular statement states the country's being a member to the CBD as one of the
reasons for the promulgation of the law as it requires the enactment of the access legislation.

5 See Article 11(1) of the ABS Proclamation. The Institute of Biodiversity Conservation is a government
institution established under Proclamation No.120/1998(as amended) in order to administer the access proclamation.
See a Proclamation to Provide for the Establishment of Biodiversity Conservation and Research, Proclamation No.
120/1998, Establishment of Biodiversity Conservation Proclamation, and A Proclamation to Amend the Institute of
Biodiversity Conservation Research Establishment Proclamation No.381/2004, Fed. Neg. Gaz., 10" year No.16-
hereinafter the Proclamation to Reestablish the Institute of Biodiversity Conservation.
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However, this is not without exception as the proclamation excludes the customary use and
exchange of GRs by and among local communities as can be seen under the provisions of Article
4(2) of same. In addition to this, national public research and higher learning institutions as well
as intergovernmental institutions based in the country may get a special access permit for
facilitated access without the need to strictly follow the standards access procedures, provided
that the purpose is only for development and academic research and that such activities are

undertaken in the country.**°

The Council of Ministers Regulation to provide for Access to Genetic Resources and
Community Knowledge and Community Rights- ABS Regulation hereinafter- has envisaged
special procedures for non commercial access.*”’ Ethiopian higher learning and research
institutions as well as inter governmental institutions based in Ethiopia shall present an
application to access GRs and/or community knowledge for the purpose of their institutional
activities.**® Upon receiving the access application, the Institute shall after determining the
obligation the applicant shall have while having access and upon signing of the access agreement
to this effect, grant access to the applicant.**?One obligation imposed by the law on these
institutions that have accessed GRs in accordance with the special procedure is that they are not
allowed to export GRs out of Ethiopia unless they are given explicit permit to this effect.”® But
then, where the Institute ascertains that they cannot undertake the research in Ethiopia, it may

allow them to export GRs out of Ethiopia.*"

Where the Institute grants permit to export GRs, it shall cause that an access agreement be
concluded that enable to protect the interest of the country over the GRs in question and shall
also bind the foreign institution where the research is intended to take place and follow up and
monitor the observance of such agreement.452 All these show us that it is difficult to track

compliance with ABS agreements once the GRs have taken out of Ethiopia.

¢ Merso, Supra Note 43 at 257

7 See Articles 11-13 of the Council of Ministers Regulation to Provide for Access to Genetic Resources and
Community Knowledge and Community Rights, Fed. Neg.Gaz., 15" year No.67-hereinafter the ABS Regulation

¥ See Article 11 of the ABS Regulation

9 See Article 12 of the ABS Regulation

0 See Article 13 of the ABS Regulation

“! Ibid

2 Ibid
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At this juncture, it is worth noting that issuing access permit should be based on the PIC of the
Institute and the concerned local communities. This is the first crucial condition for access to
GRs. PIC is defined as: " the consent given by the Institute and the concerned local community
based on access application containing complete and accurate access information to a person
seeking GR or community knowledge."*>® PIC is a manifestation of the states sovereign rights
over its GRs and that is why it is clearly stipulated that the ownership of GRs is vested in the

state and the Ethiopian people.454

This being as it may, one thing is pretty clear, i.e., the definition does not tell us the kind of
information that should be provided by the applicant in order to satisfy the PIC requirement.
Honor to the ABS Regulation; typical of the requirements for the information to be contained in
the access application so that consent granted by the state can be informed are general
information on the name, address and qualification of the applicant; financial details on the
budget of the project; details of the GRs to be accessed; details of the planned collection mission;

details of the proposed use of the genetic resource; and benefit sharing information.*

As incidental it may be, at this point in time, it is worthwhile to raise an issue in relation to role
of local communities in giving PIC for access to be granted. The question is: is the PIC of local
communities required to grant access to GRs? One can get the answer from the cumulative
reading of Articles 11(1)(3), 13(2),14(2) of the ABS proclamation which more or less made it
clear that the PIC of local communities is not required to permit access to GRs. This can be more
clear when one recognizes that the PIC of local communities is required in case of access to
community knowledge as can be discerned from the cumulative reading of Articles 6(10,

7(1)(a)(b) &(c) of the ABS proclamation; but not in case of access to GRs.

Coming to the procedures of PIC, the access application to the Institute is the triggering factor

for the access determination process. In this regard, as a special condition of access, expatriate

3 See Article 2(11) of the ABS Proclamation. This being how PIC is defined in the proclamation, some
commentators have identified the key elements of PIC as prior- before access takes place; informed- based on
truthful information about the use that will be made of the genetic resources that is adequate for the authority to
understand the implications; and consent- the explicit consent of the concerned government organ of a country
providing GRs. See Kerry Ten Kate and Sarah A Laird, the Commercial Use of Biodiversity: Access to Genetic
Resources and Benefit Sharing, (1999) ,P.27

4% See Article 5(1) of the ABS Proclamation.

3 For the details on the information required to be included in the access application, see Annex I of the ABS
Regulation
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applicants are required to summit a letter of guarantee that they should obtain from their
respective competent authorities hosting the research ensuring their compliance with the
conditions and terms of the ABS agreement.*® Interestingly enough, this additional requirement
shows that the law maker is fully aware of the fact that it is not easy to enforce conditions of

access once the GRs is accessed and taken abroad.

So, it is a requirement which attempts to ensure that the applicant will comply with the ABS
agreement and the ABS proclamation in general even he/she/it is not conducting the research in
Ethiopia by involving the state to which the applicant is a citizen in the process. Interestingly
enough, therefore, it is one of the implementation tools incorporated in the proclamation as it
stipulates one of the basic preconditions for access that the applicant must present to the Institute
a letter from the competent authority of his home state stating that the authority shall uphold and

enforce the access obligation of the user.

Even then, the Proclamation does not make it clear who would be the competent authority and
how this authority enforces the obligations assumed by the applicant. Besides this, in case of
foreigner applicants, collection is supposed to be accompanied by the personnel of the Institute
or another institution designated by the same.*”’ Of an equal importance is the other precondition
stipulated under Article 12 of the ABS proclamation. According to Article 12 of the ABS
proclamation, the access applicant accessing the GR must carry out the research in Ethiopia and
exporting the GR from Ethiopia is not allowed. The principle is therefore that the user must carry
out the research in Ethiopia and the user is exceptionally allowed to export the GR when

conducting the research in Ethiopia is impossible.*®

This precondition has different policy rationales; one of this is related with ensuring compliance.
That means, if the research is required to be carried out in Ethiopia, obviously, it makes the
enforcement of access conditions relatively easy as enforcing an obligation in ones jurisdiction is
easier that doing it in an another jurisdiction. If the research is allowed to be carried out of
Ethiopia, the institution hosting or sponsoring the research shall give a guarantee that it shall

observe its access obligations and to this effect the user is required to present a letter of

46 See Article 12(4) of the ABS Proclamation
47 See Article 12(5) of the ABS Proclamation
438 See Article 12(6) of the ABS Proclamation
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assurance from the institution that hosts or sponsors the research.*”” Though its implementation
seems to be unrealistic, the inclusion of such provision in the ABS proclamation is very
important. The truism being once GRs have left their source, it is very complicated and it may be
impossible to control their dissemination. Hence, others may be able to use these resources
without the permission of the source country. As a consequence, the country may not be able to

benefit from the exploitation of its GRs.

The other condition for access to GRs in Ethiopia is benefit sharing. As can be discerned from
Article 12(3) of the ABS Proclamation, obtaining fair and equitable benefit from the
commercialization of GRs by the state and the concerned local communities is mentioned as one
precondition. And the proclamation lists modes of benefits which includes, license fee, upfront
payment, milestone payment, royalty, research funding, joint intellectual property, employment
opportunity, among others.*® By the way, it is good to note that the modes of benefits listed
under Article 19 of the proclamation are not exhaustive and any appropriate benefit can be

agreed.
3.2. The Legal Regime on Patentability of Inventions made based on GRs in Ethiopia

One may raise a multitude of issues related to the Proclamation Concerning Inventions, Minor
Inventions and Industrial Design- the Proclamation on Inventions. However, for this work, two
aspects of the law are important: patentability or non patentability of life forms and DRs in
connection with inventions made based on GRs. This section is ordained to discuss the first

aspect and the other one will be discussed under sub sections 3.4. and 3.5.

In considering whether biotechnological inventions are patentable or not, the relevant parts of the
law are the ones which deal with the definition of an invention, non patentable subject matters
and conditions of patentability. To begin with, one of the problems of biotechnological patenting

is related with patent eligibility. A subject matter for which a patent is sought should fall within

4 See Article 12(7) of the ABS Proclamation

%0 The other modes of benefits are employment opportunity, participation of Ethiopian nationals from either the
institute or from another relevant institution in the research made based on the GRs accessed; priority to supply the
raw materials of GRs required for producing products therefrom; access to products and technologies developed
from the use of GRs accessed; training to enhance skills in the conservation, evaluation, development, propagation
and use of GRs at institutional and local level; provision of equipment, infrastructure and technology support and
any other benefit. See Article 19 of the ABS proclamation.
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the scope of the subject matter that patent law prima facie exists to protect.*®’ It thus precedes as
a matter of logic the determination of substantive principles of patentability and constitutes the

linchpin of the patent system.462

This requirement is the inevitable point of initial intersection
between new technologies and the patent system. And the line between eligible and ineligible
subject matters rests on a fundamental distinction between patentable inventions and non

patentable discoveries.*®

The principle of eligibility is explicated differently in different jurisdictions.*®* With a view to
identify eligible subject matters for patentability, the Proclamation Concerning Inventions
defines an invention as: "an idea of an inventor which permits in practice the solution to a
specific problem in the field of technology" which could be a product or a process.*® This
definition does not seem to exclude biotechnological inventions from being considered as
patentable subject matters when compared with the classical definition given to the term as an
idea which gives a technical solution to a technical problem. The point is that if the term
invention is construed as an idea which offers a technical solution to a technical problem; this
might exclude biotechnological inventions from patentability. As contradistinguished with such
understanding of the term, the definition given in the Proclamation Concerning Inventions does
require neither the solution nor the problem to be technical. Besides this, the word technology is

stated without any qualification and therefore the definition can be construed to envisage

*! Justine Pila, Bound Futures: Patent Law and Modern Biotechnology, available at: Http://www. works. bepress/
Justine_pila/4/; accessed on 14 December 2010

“2 Ibid

%3 Andre Heitz, Intellectual Property in New Plant Varieties and Biotechnological Inventions, 10 European
Intellectual Property Review, (1998), P.297.

% In the US, eligibility is defined in positive terms to mean any new and useful process, machine, manufacture or
composition of matter and any new and useful improvement thereof. And the distinction between invention and
discovery is not fundamental under US law; that is why, the US patent law is considered to follow a liberal approach
towards biotechnological patents. The US Supreme Court decision in Diamond V. Chakraborty opened the way for
inventions relating to genetic engineering and living organisms declaring them as inventible. In Australia, eligibility
is defined as any manner of new manufacture the subject of letter patent and grant of privileges and including an
alleged invention. The Australian approach to biotechnological patent is considered the most liberal as the
Australian Patent Act contains no express prohibition against the patenting of life forms aside from human beings;
and all living organisms excluding human beings as potentially patentable subject matters. In Europe, in contrast,
eligibility is defined in negative term to exclude discoveries, animal and plant varieties, essentially biological
processes for the production of plants and animals. The EPC definition of eligibility has recently been explicated in
the specific context of modern biotechnology. By express provision, the EU directive requires contracting states to
provide national patent protection for biotechnological inventions including products consisting of or containing
biological material. But to support a patent, a naturally occurring biological material must be isolated from its
natural environment or produced by means of a technical process. See Pila, Supra Note 455

45 Article 2 (3)&(5) of the Proclamation on Inventions
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biotechnology as one field of technology. Thus, it is within the bounds of reason to opine that
biotechnological inventions can be regarded as inventions pursuant to the definition given to the

term in this proclamation.

The other important consideration is whether biotechnological inventions are excluded from the
ambit of patentable subject matters. Article 4 of the Proclamation on Inventions is entitled: non
patentable inventions; which seemingly implies that those matters listed in it are inventions. By
the way, technically speaking, one can argue that this article implies that even living matters
excluded in there can be considered as inventions because what are excluded under this article
are patentable inventions. How can it make sense to consider what have been listed under this
article are inventions while it includes discoveries, mathematical methods and the like which are
obviously not inventions. As a result, the technical argument may not take too far as it is difficult
to consider, for example, discoveries, scientific theories and mathematical methods as

inventions.

Be that as it may, Article 4(1) (b) of the Proclamation on Inventions, which is directly relevant to
the issue at hand, excludes plant and animal varieties, and essentially biological processes for
their production from patentability even when these subject matters fulfill the requirements for
patentability. (Emphasis added). And from this provision, we can infer that microorganisms, the
essentially biological processes for the production of microorganisms, parts of plant and animals,
such as, cell lines, genes, and the like are not explicitly excluded from patentability. Therefore,
microorganisms and the biological processes for their production can be patented as per the
Proclamation on Inventions, to say the least. In particular, when this provision which deals with
non patentability subject matters is closely seen, it raises the issue of whether all plants and
animals are excluded. This is because the Proclamation on Inventions uses the terminology
"plant and animal varieties" instead of the simple words "plants and animals" which in turn
makes the distinction between plants and plant varieties as an issue in order to understand what is

excluded from patentability.

Though the Proclamation on Inventions does not define what plant varieties are, the Plant
Breeder's Right Proclamation has defined it for the purpose of protection. The definition reads:
"variety means a plant grouping within a single botanical taxon of the lowest known rank which

can be: defined by the expression of the characteristics resulting from a given genotype or a

91

www.chilot.me



combination of genotypes; distinguished from any other plant grouping by the expression of at
least one of the said characteristics and considered as a unit for being propagated unchanged."*®
On the other hand, plant is defined as a living organism which is not an animal and which can

reproduce itself naturally.467

For the present work, it does not seem to be relevant to delve in to the notoriously contentious
definition of plant and plant varieties beyond this. What is worth noting here is that all plants and
plant groupings beyond plant varieties shall be patentable provided that the invention upon them
meets the requirements of patentability. This is precisely because plant varieties have a narrow
scope when compared with plants and the Plant Breeder's Right Proclamation complemented the
Proclamation on Inventions by providing IPRs for those excluded from patentability.*®® The
broadness or narrowness of the definition of plant variety will determine what scope is left for
patents on plants and when the Patent and Plant Breeder's Right laws are cumulatively seen, it
gives rise to a recognition of IPRs for all life forms which, according to a researcher in the area,

is unplanned and unwanted. **’

The other important exclusion under Article 4(1) (a) is the one which deals with inventions
contrary to public order*”® or morality.*”" This is because an invention related to a particular
living organism may be considered as contrary to public order or morality. Such inventions
concerning directly human beings may be generally prevented from being patented based on
public order or morality considerations.*’> For example, patenting humans as a product or even
of processes for cloning human beings and its genetic identity can be envisaged as inventions to

be made based on GRs and which could be excluded based on public order or morality

466 See Article 8 of the Proclamation to Provide for Plant Breeders' Right, Proclamation No 481/2006, Fed. Neg.

Gaz., 12 year No.12- hereinafter the PBRs Proclamation

7 See Article 6 of the PBRs Proclamation.

% Gizachew Sileshi, the Ethiopian Legal Regime on Plant Variety Protection: Assessment of Its Compatibility with

;[(‘)EIPS Agreement, Implications and the Way Forward, LL.M Thesis, AAU, Law Faculty,(2010),P.67, Unpublished
Ibid

01t is not an easy task to define the term public order. But then, its essence concerns matters threatening the social

structure of the society.

! Morality is the degree of conformity to moral principles. The concept of morality is relative to the values

prevailing in one society. Such values are not the same in different cultures and countries.

472 Gerd Winter, Patent Law Policy in Biotechnology, 4 Journal of Environmental Law, (1992), P.167
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reasons.*’® This is the extreme case scenario and other invention made based on living organism

could also be excluded from patentability based on these considerations.

The other door inventions in the field of biotechnology need to pass are fulfilling patentability
requirements. Principally, an invention to be granted a patent, the requirements of novelty,
inventive step and industrial applicability need to be satisfied. These requirements set the basic
standards of patentability by ensuring that inventions were not previously available to the public;
are sufficiently different from what was previously available to the public and are capable of
industrial applicability.474 Undeniably, the development of biotechnology challenged the
traditional norms of the patent system and as a result it is not easy to determine the fulfillment or

otherwise of these requirements in biotechnological inventions.

As every patent law does, as per the Proclamation on Inventions, an invention is patentable if it
is new, involves an inventive step and is industrially applicable.*” As said before, applying these
requirements to the patenting of inventions relating to life forms may pose a problem. For
example, is an invention consisting of a GR new if the material existed in nature? Or would an
invention consisting of a GR new if its existence was unknown prior to the application? Under
the Proclamation on Inventions, an invention is considered new if it is not anticipated by a prior
art; which consists of everything disclosed to the public either in writing, orally or in any other
way before the filing date of the applicaltion.476 So, the newness of biotechnological inventions is
subject to interpretation. Though the current trend of developed countries seems to support
excluding only naturally occurring living organism or the substances extracted therefrom whose
existence was known before the application filing date, it is difficult to consider an invention
made based on life forms as new for the mere fact that its existence was not known before the

477

application date for a patent.”" " If it is a naturally occurring biological material existing in nature,

it is not after all an invention rather a discovery and should not be considered for patentability.*’®

*7 Ibid

7 Ibid

3 Article 3(1) of the Proclamation Concerning Inventions, Minor Inventions and Industrial Designs, Proclamation
No. 123/1995, Neg. Gaz., the Proclamation on Inventions.

476 Article 3(2) of the Proclamation on Inventions

77 Rainer Moufang, Patentability of Genetic Inventions in Animals, 20 Intl Review of Industrial Property and
Copyright, (1989), P.823

7% Ibid
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The other patentability criterion is inventive step. The idea behind this requirement is that if
every technical advance could be patented, innovation would come to a halt.*” So, an invention
must go beyond the routine -it must be inventive or non obvious and it should not be obvious to a
person skilled in that particular art. When this requirement is adapted to biotechnological
inventions, the question is: when do we consider an invention on biological resources as
involving an inventive step? Admittedly, it is easy to state this requirement but it is difficult to
define it. And when this requirement is to be applied on biotechnological inventions, defining it
would be more difficult. In any case, it is not palatable to consider life forms and naturally
occurring substances as involving an inventive step if there is no intervention of human ingenuity

at all.

The patentability requirement of industrial applicability seems to be less controversial and it is
not difficult to determine whether a certain invention made based on GRs is industrially
applicable or not. This is because with all its problems it is believed that biotechnology is

relevant in agriculture and other sectors.

At this point in time, it is appropriate to consider whether the issue under discussion is
entertained by the ABS Proclamation. The Proclamation does not rule out the possibility of
patent on inventions based on GRs accessed; rather it makes acquiring IPRs over the GRs
accessed or parts thereof contingent up on negotiating a new agreement with the Institute. This
point will be discussed later; what is worthy to note at this juncture is that the Proclamation does

not ban patent on inventions made based on GRs.

Laconically speaking, with all the complexities, biotechnological inventions can be considered as
patentable subject matters under Ethiopian legal regime. True, the non patentability of all life
forms and processes thereto is not the principle under the Proclamation concerning Inventions.
For me, the proclamation seems to be a little bit liberal and disregard some of the arguments
forwarded against the patentability of life forms as it fails to explicitly exclude microorganisms
and the biological processes for their making; and plants in their broader sense from patentable

subject matter. There is an explanation for this.

47 Ibid
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The patenting of life forms has become the subject of worldwide campaign by environmentalists,
farmers' organizations, lawyers and religious leaders, mostly from developing countries.**® This
is because patent on life forms is considered unethical and it goes against the economic and
social interests of developing countries.”' As a result of this, they have directed a barrage of

criticisms against the granting of IPRs on life forms and processes.

To begin with, according to the views of the opponents, life forms and processes do not qualify
the term invention and hence may not be patented.**” They corroborate their argument by saying
that such processes and activities are tantamount to discovery and not inventions.*** Besides this,
it is strongly argued that granting IPRs on life forms and processes frustrate the idea that they are

sacred, as individuals claim the role of the creator.*®*

The other argument is forwarded based on an economic point of view. Based on this, developing
countries vehemently argue that granting IPRs on life forms and processes and thereby allowing
monopolization will give rise to greater economic dependency on the big multinational
companies who more often than not are guided only by business interest.*®> Thus, once an IP
granted to such a company, for instance on a certain modified crop, free exchange of this crop
among farmers will be impaired as they are supposed to seek authorization from the right holder

upon payment of a royalty.**®

More importantly, at least for this work, developing countries fervently argues that IPRs on life
forms and processes facilitate the hijack of their GRs by multinational companies who have
sought IPRs on same.”®” This opposition is caused due to the fact that companies are being

granted IPRs for products and technologies that make use of GRs that have long been identified,

0 Martin Khor, Why Life Forms Should not be Patented? Available at: http://www.twnside.org.sg/title/2103.htm;
accessed on 23 October 2010.

“! Ibid

*2° An Explanatory Booklet on the OAU's Model Law on the Protection of the Rights of Local Communities,
Farmers and Breeders and for the Regulation of Access to Biological Resources, OAU Scientific, Technical and
Research Commission, (2000) ,P.30,

*3 1bid

% Graham Dutfield, Who Invents Life: Intelligent Designers, Blind Watchmakers or Genetic Engineers? 7 Journal
of Intellectual Property Law and Practice 5, (2010), P. 3

5 Martin Khor, A Worldwide Fight Against Biopiracy and Patents on Life Forms, Available at
Http://www.twnside.org.sg/title/pat-ch-htm; Accessed on September 25/2010

5 Ibid

“7 Ibid
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developed and used by local communities, mainly from developing countries rich in GRs.*®®

Consequently, opposition against IPRs on life forms and processes is rapidly building up to
prevent the massive biopiracy that potentially occurs in developing countries.”® All these have
caused debates on the issue in different foras, basically in the TRIPs council as highlighted in the

previous chapter.

At this juncture, it is worthwhile to mention that the African Group in the TRIPs Council is
arguing for the inclusion of the prohibition of patents on plants, animals as well as
microorganisms and all other living organisms and their parts. This group believes that natural
processes that produce plants, animals and other living organisms should not be patented. Is this
not puzzling therefore that the Proclamation concerning Inventions does not unequivocally
exclude microorganisms, the natural processes for their making and all plants and animals from
patentability? Do the arguments forwarded by developing countries work for Ethiopia? For me
they do and that is why plant and animal varieties and the natural processes of their production

are excluded from being considered as a patentable subject matter.

I opine that it is within the bounds of reason to argue that making microorganisms, plants other
than plant varieties and the biological processes thereof patentable subject matters is not made by
the lawmaker with full knowledge of its ramifications when seen in line with the
abovementioned arguments. And truly speaking, it is difficult to imagine that Ethiopia's position
would be different from other similarly situated African Countries. This is without forgetting the
fact that Ethiopia is not a member to the WTO and the position taken by the African Group in the
TRIPs Council does not reflects the country's position in this regard. But then, paradoxical as it
seems, Ethiopia has adopted the African Model Law which fully agrees with the proposals made
by the African Group and which is very clear in making the motto- no patent on all life forms- as

can be seen in its preamble and Article 9(1).490

8 Tewelde Birhan G/Egziabher, the Inappropriateness of the Patent System for Life Forms and Processes, available
21;9: Http://www.twnside.org.sg/title/gebre.htm; accessed on 23 September 2010

Ibid
0 The African Model Law in its preamble states that all life forms are the basis for human survival and therefore,
the patenting of life, or the exclusive appropriation of any life form or part or derivative thereof violates the
fundamental rights of life. On the same vein, Article 9(1) states that: patents over life forms and biological processes
are not recognized and cannot be applied for.
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Researchers in this area tipped us that the position taken by the Proclamation on Inventions on
the issue at hand is mostly compatible with Article 27 .3. (b) of the TRIPs Agreement which

“1 Byven then, it is hard to

allows members to exclude plants and animals from patentability.
imagine that the law maker designed this provision having in mind making it compatible with the
TRIPs Agreement and there is nothing mentioned in the preamble. Regardless of how the
legislature is far sighted, I do not think that making the Proclamation on Inventions compatible
with the TRIPs Agreement justifies the non exclusion of microorganisms and the biological
processes thereto from patentability. Unluckily, we have not seen this provision tested in practice
as there has never been an application for patent on an invention made based on microorganisms,

plants and microbiological processes to the EIPO.

The legal, ethical, moral and economic issues highlighted in relation to biotechnological
inventions are a bird's eye view. Seen in the context under consideration, what is worth noting is
that the Proclamation on Inventions embraces inventions made based on GRs and there is a
strong cause to deal with its interface with the ABS Proclamation. This is because there could be
a possibility of patenting an invention which used GRs without fulfilling the conditions of access

stipulated in the ABS Proclamation.

Besides this, the liberality of the Proclamation on Inventions does not seem to support the ABS
objectives as it does not make all life forms non patentable. This is true when seen in line with
the understanding that making all life forms non patentable has the purpose of curbing
misappropriation; especially when DRs are not incorporated in patent laws. But then, one can
raise a practical issue in this regard? If patent on life forms in general and on GRs in particular is
excluded, what would motivate researchers or multinational corporations to seek access to GRs
since access in most cases is driven by the incentive inherent in the possibility of gaining a
monopoly right? One needs to beware that it is difficult to imagine benefit sharing being accrued
to local communities and the concerned state without access to its GRs. This being an
appropriate concern, the idea is 'inventions' on GRs or on their parts and inventions made based

on GRs are different admittedly though it is not always easy to make such a distinction.

! Fikremarkos Merso and Imiru Tamrat, Ethiopia's Experience in Access to Genetic Resources and Benefit
Sharing: the Hope for Economic Benefits and the Risks for Research and Innovation, available at:
Http://www.yaleisp.org/wp- content/ uploads/2009/ 10/ Merso-Tamrat-GRs.doc; accessed on 10 June 2010
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Therefore, in most cases, the outright exclusion of patents for inventions based on GRs is not the

concern of patent claimed on inventions which used GRs as an input.

All in all, the country needs to adopt a cautious approach in dealing with biotechnological
inventions. In particular; the technical, ethical, moral, economic, health and environmental issues
that can be raised in relation to biotechnological inventions needs to taken in to account in

adopting policy and regulatory frameworks on the matter.
3.3. IPRs and Disclosure Requirements under the ABS Proclamation

As enforcement is critical to any ABS legislation, the ABS Proclamation in its part has imposed
some obligations on the access permit holder in order to make sure that the ABS objectives of
the law are changed in to a reality. In this regard, a reference can be made to Article 17 of the
proclamation entitled: obligations of the access permit holder. But, this section discusses those
obligations which are important in indicating the place given to IPRs for the implementation of

the ABS Proclamation.

To begin with, the access permit holder is not at liberty to apply for IPRs on inventions made
based on the GRs accessed and on the accessed GRs unless a new agreement is negotiated with

the Institute.*?

That means, the access agreement concluded to get access to GRs does not entitle
the access permit holder to seek for IPRs on inventions made using the GRs accessed or the GR
itself or parts thereof. So much so that, if the access permit holder wants to obtain IP protection,

he/she/it is required to conclude a separate agreement.

At this point in time, one may quest why the law has imposed such an obligation on the access
permit holder. It can be conjectured that such imposition on the access permit holder gives an
option to the Institute to negotiate a new benefit sharing arrangement as it is not always easy to
determine the benefits that would be accrued as a result of the commercialization of GRs at the
time of concluding the ABS agreement. In relative terms, the time of application for IPRs on
inventions made utilizing the GRs accessed can be considered as an appropriate time to negotiate
a new benefit sharing arrangement. It also gives an option to the Institute to negotiate a new
benefit sharing arrangement when it thinks that the benefit determined in the access agreement

was not appropriate for different reasons.

42 See Article 17(12) of the ABS Proclamation
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In addition to this, it can be guessed that such an obligation imposed on the access permit holder
helps the Institute to negotiate as to the jurisdiction to which the application for IPRs should be
made. Choosing a jurisdiction has a paramount importance since it gives an opportunity to the
Institute to determine a country whose IP law adopts DRs or a jurisdiction easy for enforcement
may be because the country has a bilateral or regional agreement. Not only these, one can also
guess that the rationale behind this obligation is to give an option for the Institute to negotiate as
to the specific kind of IPR to be requested by the access permit holder. It goes without saying
that, IPRs in this context refers to those which require registration to acquire an IP right. This
basically includes the Patent and Plant Breeder's Right Laws. Therefore, taking in to account the
distinctions between the Patent and Plant Breeder's Right law, the Institute would be well placed

to negotiate for which of these rights the access permit holder should apply.

These reasons can be considered as good reasons in case of application of IPRs on inventions
made based on the accessed GRs. But, would it hold the same in case when the access permit
holder seeks to apply for an IP protection on the accessed GRs itself or on its parts? The law as it
stands now seems to legitimize patent on life forms because had the purpose been prohibition of
patent on accessed GRs, negotiating a new agreement would not have been a condition for the
access permit holder to seek an IPR on same. Of course, in case of IPRs on the accessed GRs
itself or on its parts, this condition will enable the Institute to evaluate the IP claim on that
particular life form in line with the issues to be raised in relation to the patentability of life forms;
such as ethics, morality, its impact on human and animal health, environmental well being and
the like. And such an agreement is supposed to be made in accordance with the relevant laws of
Ethiopia though to what the phrase 'relevant laws of Ethiopia' refers to is not clear. Perhaps, the
Institute may resort to IP laws including the Proclamation on Inventions to determine whether
the subject matter for which an IPR is claimed is patentable or not in negotiating the agreement.
For example, if it is considered an invention against the morality of the Ethiopian people, the

request may be rejected.

To the contrary, it can be argued that the language used in the ABS Proclamation in this regard

implies that IPRs could be claimed on the GRs as they are or on the parts such as isolated or

493

purified genes from the accessed GRs. Even then, it is difficult to imagine that the law is

493 Merso and Tamrat, Supra Note 491

99

www.chilot.me



allowing IPR over the accessed GRs as they are since there is no reason for IPR claim on the
GRs or parts thereof without the involvement of human creative efforts. In any case, when one
considers the fact that the ABS is modeled on the African Model Law, which has unequivocally
banned patents on life forms and biological processes, he/she may expect the law to provide clear

rules on what should and should not be patentable. Unfortunately, however, that is not the case.

Be that as it may, one important question that needs to be raised is: how would the Institute know
that the access permit holder has made an application to get IP protections for the invention
developed based on the GRs accessed from Ethiopia if the holder wishes to do so by breaching
the obligation imposed on him? What would be the fate of the IP granted to the access permit
holder by breaching the obligation to negotiate a new agreement before doing so? Do IP laws-
Patent and Plant Breeder's Right in particular- have a role for the enforcement of this obligation?
These and other related questions would be addressed in the subsequent sub sections of this
chapter. What is worth noting, at this juncture, is the place given to IPRs as a tool for the

implementation of ABS objectives in the ABS Proclamation.

In addition to the obligation expounded above, the ABS Proclamation obligates the access
permit holder to recognize the locality where the GR accessed from as origin in the application

494 1t should not be overlooked that this is

for IP protection on the products developed therefrom.
an obligation imposed on the access permit holder even after successfully negotiating a new
agreement as to the application of the IPR. Can it be considered as an adoption of disclosure
requirements as discussed in the preceding chapter? I would say the answer to this question is
yes with a reservation. This is because this sub Article which requires disclosure does not
obligate the access permit holder to disclosure evidence as to PIC given and the fair and
equitable benefit sharing shared or to be shared. That is to mean, the latter two elements of DRs

are not enshrined in the ABS Proclamation. With all its limitations, therefore, the access

proclamation can be considered as a legal basis for disclosure of origin requirement.

For the sake clarity, let us take the following scenario. Habesha pharmaceutical company which
has been registered as per the Commercial Code of Ethiopia has concluded an ABS agreement

with the Institute in 1998E.C. According to the agreement, the company is allowed to access

44 See Article 17(14) of the ABS Proclamation
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'Dama Kese' for the purpose of developing a medicine. After conducting a research for three
years relentlessly, the company has successfully developed the medicine using the GR accessed.
In order to ensure its commercial exploitation, it has decided to apply for a patent to the EIPO. In
such an application, the company is required to disclose the locality where it has accessed 'Dama

kese' as per the Article 17(14) of the ABS Proclamation.

This scenario begs the question: is the ABS Proclamation binding on the EIPO? If so, should the
patent examiner take in to account what is stipulated under the ABS Proclamation in applications
for patents on inventions made based on GRs? In the ABS Proclamation, there is no provision
which imposes an obligation on the EIPO to make sure that applicants for patent in case of
inventions made on GRs have complied with the ABS Law. But, as per Article 6 (1) of the
Ethiopian Intellectual Property Office Establishment Proclamation, the office is duty bound to
receive applications for patent and give appropriate decisions after undertaking the necessary
examination in accordance with the relevant law. (Emphasis added) For me, in case of
applications for patent on inventions made based on GRs, the ABS Proclamation is a relevant
law to be taken in to account in undertaking the examination. That means, the EIPO is supposed
to make sure that the applicant has complied with the obligations imposed on him before
granting the right. Needless to say, patent examiners are required to make sure that applicants
have complied with what has been provided in the ABS proclamation before granting the right.
But it is difficult to consider this as a law which creates a linkage between the ABS Proclamation

and IPR laws.

Indeed, requesting access permit holders to disclose the origin of GRs is extremely important as
mentioning the locality in IPR applications would give the Institute a legal basis for demanding
benefit sharing and the fulfillment of other obligations set in ABS agreements. And logically,
monitoring IPR applications can be considered as a possible check point or 'kella' in order to
trace the commercialization of GRs and ensure benefit sharing. But this sub provision of the
ABS Proclamation which attempts to incorporate DRs Leaves many questions an unanswered.
For example, it does not tell us what would trigger DRs, the nature of DRs and the consequences
of failure to disclose origin to an already granted IPR, among others. To be more specific, is DR

a patentability requirement under Ethiopian law? This being the deficiency of the law, one
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would be compelled to raise another cross cutting issue when one he/she thinks of the

enforcement of DR as enshrined in the ABS Proclamation.

At issue here is: is enforcement of this obligation possible if the relevant IPR laws do not lend
their hands to this effect? In fact, the legal basis for DRs could be the ABS Proclamation or IPR
laws; it is a matter of approach; but in my opinion, as mention has already been made, IPRs are
the appropriate instruments to incorporate DRs as it is appropriate to deal with the details of
DRs- issues of the relationship between the GR and the invention to trigger disclosure and
consequences of non compliance in the relevant IPR laws. Besides these, it is relatively easy for
patent examiners to make sure that the applicant has complied with this obligation when such

obligations are specified in IPR laws.

Taking in to account the problems pin pointed above, I think, it is preferable to implement DRs
in the relevant IP laws. This is important for ensuring legal certainty as incorporating DRs in
Proclamation on Inventions and PBRs Proclamation would help to clarify the consequence for

lack of fulfillment and to ensure its implementation.

In this regard, we are unfortunate to evaluate how the practice entertained these issues as there

5 In fact, let

has never been a patent granted on an invention made based on GRs in Ethiopia.
alone inventions made based on GRs, the patents granted on other inventions are not
significant.*® But then, the place given to IPRs for the enforcement of ABS objectives is pretty
clear and whether they are designed in a manner to help the ABS Proclamation is an issue that

remains to be addressed in the coming sub sections of this chapter.

Mention is also made to IPRs as a mode of benefit sharing. Under Article 19(6) of the ABS
Proclamation, joint ownership of IP is stated as one form of benefit sharing. As can be seen from
the last limb of the above-mentioned provision, joint ownership of IP may not always be
considered as a mode of benefit sharing as it is not a mandatory form of benefit sharing. As a
result, it all depends on the negotiation made by the Institute with the applicant. At any rate, joint
ownership of IPRs can be considered as one mode of benefit sharing and may be preferred as one

way of ensuring that the provider retains a distinct stake in the outcomes resulting from the

5 Getachew Mengistie, The Impacts of the International Patent System on Developing Countries,2003,
WIPO/A/39/13
“*Ibid
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access.*”” Ownership can provide reassurance to the resource providers that they will retain a say
over how the resources are developed and used, and how any new technology derived from the
GRs are developed, used and disseminated.*”® This could be realized in jurisdictions which
require the consent of the other owner(s) for an assignment or license; i.e. the agreement of all
owners is required for effective development and exploitation of the patent if there is more than

one owner of IP.*”

However, undeniably, these all is possible when the ABS Proclamation has got the support of the
relevant IP laws in this regard. This takes us to the discussions on the relationship between the
ABS Proclamation and IP laws- the Proclamation on Inventions and Plant Breeder's Right
Proclamation- on the realization of ABS objectives enshrined in the ABS Proclamation. The
question in simple terms is: do these IP laws support the ABS objectives of the ABS
Proclamation and are they designed in a manner to lend their hands for the effective realization
of ABS objectives? The forthcoming discussions are ordained to answer these and other related

questions.

3.4. The Proclamation on Inventions, Minor Inventions and Industrial Designs and
ABS

The other issue that can be raised in relation to the Proclamation on Inventions is whether it has
incorporated DRs in connection with inventions made based on GRs. The discussion in this
regard seeks to answer this question: does the Proclamation on Inventions adopt DRs in order to

ensure that the rules regarding GRs enshrined in the ABS Proclamation are effective?
3.4.1. Conventional Disclosure under the Proclamation on Inventions and ABS

Since disclosure is part of the core rationale of patent laws, the Proclamation on Inventions
require applicants for patent to include in their application the description of the invention, one

. 500 . 501 02 e .
or more claims,”® an abstract and drawings, ! where necessary.5 The description shall disclose

#7 UNU-IAS Report, Benefit Sharing in ABS: Options and Elaborations, available at: Http://www.ias.unu.edu;
accessed on 12 September 2010.

% Ibid

“ Ibid

%% Tt is an information requirement for patent applications that defines the matter for which protection is sought.

%! It is an information requirement in patent law which is important to elucidate the invention.
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the invention in a manner sufficiently clear and complete for the invention to be carried out by a
person skilled in the art and the applicant, shall in particular indicate one mode known to him or
her for carrying out the invention.”® So, it is believed that such information will enable a person

skilled in the art to carry out the claimed invention.

There are also other information requirements relevant to the determination of the novelty,
inventive step and capability of industrial application or utility of the claimed invention,
including search reports and other known prior arts. Besides, there are other administrative or
bibliographic information relevant to the claimed patent right, such as the name of the inventor,
address for service, details of priority documents etc.”® Succinctly speaking, the requirements to
disclose information under the Proclamation on Inventions can be broadly categorized as: an
indication that the grant of the patent is sought, the name and address of the applicants, inventors
and/or patent agents, the title of the invention, one or more claims, information relevant to the
assertion of claims of priority, an abstract and a description of the invention and drawings if

necessary.”"”

These requirements are generally characterized as formal or substantive. Formality requirements
may apply to the need to disclose information, such as the names of the inventor and addresses or
the need to submit certain documents like priority documents( copies and translation of foreign
patent applications that form the basis of a claim to priority) and formality requirements may
also refer to the physical format- layout on the page, size of the paper etc.”® On the other hand,
substantive requirements generally refers to the actual nature of the invention as such and
whether it meets the standards set forth for patentability.”®’ The distinction between substantive
and formal requirements is often considered in terms of consequence of non compliance, in
particular, failure to comply with substantive requirements such as novelty renders a patent
invalid, and on the other hand, failure to meet certain formality requirements may be fatal for a

patent application, especially if it is not rectified in time.

02 Article 9(3) of the Proclamation on Inventions
0 Article 9(4)(b) of the Proclamation on Inventions
°% Edmund W. Kitch, The Nature and Function of the Patent System,20 J.L&Econ.,(1977), P.286
395 Suzanne Scotchmer & Jerry Green, Novelty and Disclosure in Patent Law,21 Rand J.Econ.,(1990), P.135
506 1.
Ibid
7 1bid
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The obligation of an applicant to provide information can therefore be considered under two
aspects- compliance with formal requirements and compliance with substantive
requirements.sogFor example, where a patent application is required to identify the inventor or
inventors, this may be considered as a formality requirement in that an application will generally
not be accepted if there is no mention of the claimed inventor.”® An incorrect or incomplete
indication of the inventor may lead to transfer or invalidation of the patent right. Similarly, it is
also a formality requirement that a patent application should include a description of the
invention, but this description must also meet specific substantive standards if the application is

to be accepted or if a granted patent is to be valid.’'”

The substantive requirements for disclosure can be generally characterized by a reference to
some objectives. To begin with, patent disclosure is considered essential as it encourages
cumulative innovation both by dangling the patent before the inventor as an incentive in the first
instance and by requiring him to disclose to the public his invention so that science can progress
by building on the divulged knowledge.”'! It indirectly stimulates others' future innovation by
revealing to them the invention so that they can use it fruitfully when the patent term expires and
so that they can design around, improve upon or be inspired by the invention both during and

after the patent term.’"?

That being said, the crux of the matter is: do information required to be disclosed under the
Proclamation on Inventions, as it stands now, have any hand to lend in disclosing the source
and/or origin of GRs, evidence of PIC and benefit sharing? It is a hard fact that this proclamation
does not stipulate the fulfillment of DRs (source and/or origin of GRs, evidence of PIC and

benefit sharing) by patent applicants in relations to inventions made based on GRs.

But, is it not necessary to disclose the source of the GRs when doing so is extremely important
for a person skilled in the art to carry out the invention? In order to achieve the objectives of

disclosure under patent law in relation to inventions involving the use of GRs, some countries

°% Douglas Lichtman, Scott baker and Kate Krans, Strategic Disclosure in the Patent System,53 Vand. L.Rev.,
(2000),P.218

> Ibid

> Guang Ming Whitely, a Patent Doctrine without Bounds: The Extended Written Description Requirement,71
University of Chicago Law Review,(2004),P.629

> Tbid

> Ibid
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have a system for the GRs to be deposited for the purpose of patent procedures, dealing with the
situation where a GR cannot be fully described.’’® To this effect, many referred to specific
disclosure obligation concerning either microorganisms only or GRs more broadly.”'* The
requirement is that details be provided of the deposit of a sample of a microorganism or
biological material required to implement the invention when it cannot be described in writing or

related to specific requirements for the identification or description of biological material.”"?

For example, in France, when the invention concerns the use of a microorganism to which the
public does not have access, the description is not considered as disclosing the invention
sufficiently if a sample of the microorganism has not been the object of deposit with a designated
body. 316 On the same vein, the EPC Rule 28 states that: " if an invention involves the use of or
concerns biological materials and this biological material is not available to the public and
cannot be described in such a manner as to enable the invention to be carried out by a person
skilled in the art, reference needs to be made to the deposit of this biological material." "’
Interestingly enough, in Australia too, if the starting point of an invention is a biological
material, disclosure requirement could be met when a full description of the material in the
words including where to find the material and how to recognize it are made.”'® These are some

of the countries”" which make a reference to disclosure obligations in relation to GRs for the

realization of objectives of disclosure within the ambit of the patent law.

>3 Technical study on disclosure requirements related to genetic resources and traditional

knowledge, WO/GA/30/7 Add.1 (2003)

> Ibid

> Ibid

>1° Ibid

> Ibid

>'® Ibid

Y% There are also other countries which stipulate more or less the same disclosure requirement, in this regard,
mention can be made to the Republic of Korea which require that a patent application of an invention relating to
microorganisms shall provide a detailed information about any microbial material used in the development of the
invention so that the person skilled in the art could easily carry the invention. By the same token, the Russian
Federation, in a claim characterizing the strains of microorganisms, the cell cultures of plants and animals shall
comprise the generic and specific name of the biological subject in Latin with an indication of the surnames of the
inventor of the type and, if the strain has been deposited, the name or abbreviation of the collection depositary,
registration number attributed by the collection to the deposited subject and the designation of the strain. Moldova
requires the applicant to disclose in an application referring to a biological material the information concerning the
cultural morphological, physiological-biochemical, hemo and geno taxonomical, carpological and biotechnological
characteristics of the material; the characteristics of the pattern material; the hybridization principle; the genealogy
of colonies; the conditions of cultivation and other characteristics, as well as the process of production of the said
material. In China too, where a patent application contains disclosure of one or more nucleoside and/or amino acid
sequences, the description shall contain a sequence listing in compliance with the standard prescribed by the state
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when seen in comparative perspective, neither deposit of the GRs nor specific disclosure
obligation are mentioned in the Proclamation on Inventions and one can say that there is no
special disclosure obligation imposed on patent applicants in relation to invention involving GRs
to disclose the source of the GR or deposit the GR or other relevant information to enable the
person skilled in the art to successfully carry out the invention. The importance of such a
requirement under patent law is pretty clear. But, in this regard, one may raise a question on the
relevance of such a requirement for the effectiveness of ABS rules; cases in point are PIC and
benefit sharing arrangement. For me, it is an appropriate concern and the relevance of such
requirements for the implementation of ABS objectives is incidental, so to speak. This is because
the argument goes when an applicant is required to disclose the source of the GR in order to
enable the person skilled in the art, providers of GRs can track its compliance with the particular
access legislation and material transfer agreement using mention of the source in the patent

application as a legal basis.

Even then, one may question whether the conventional disclosure requirements enshrined in the
Proclamation on Inventions has the potential to oblige patent applicants to disclose the source of
the GR. Though arguable, as a general rule, when a GR is well known and widespread, the place
of the locality where the applicant has accessed may not be required, but when the object of the
patent application is a rare or exotic GR extract, the applicant is required to provide an
information relating to the country of origin in the description of the invention.”® Simply put, the
argument is disclosure requirement may entail disclosing the source of the GR when that is

endemic to a specific location.

In my opinion, if the GR used in an invention occurs in a particular location, its source and other
relevant information about the GR need to be disclosed in order for the person skilled in the art
to carry it out. This is precisely because it may not be possible for others to carry out an
invention made based on GRs without making use of the GRs as an input. This, in turn, is
possible when they have got a GR deposited or when the origin of that GR is disclosed in the
patent application. This is an interpretation of the patent law in this regard which is shared by

many countries as can be discerned in their positions expressed in different foras. For instance, in

intellectual property office. The sequence listing shall be submitted as a separated part of the description and a copy
of the said sequence in machine readable form shall also be submitted. see Ibid
520 Lichtman, Supra Note 508
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a report submitted upon WIPO's request on the matter, Germany noted that in general an
indication of the source is not necessary to enable a person skilled in the art to carry out the
invention but this might be different where the source is unique and essential to put the invention
to put in practice.521 Burundi confirmed that such information was required in the case of an
invention on traditional medicine by citing the case of a traditional healer who had submitted a
patent application to protect his knowledge.”®® Similarly, the US reported that based on
experience, the USPTO is aware that patent applicants, at times, provide information about the
GR used in the invention including the source of origin in order to meet the written description,

enablement or best mode requirement. >

In connection to this, the Proclamation on Inventions requires the applicant for a patent to
disclose the invention in a manner sufficiently clear and complete for the invention to be carried

out by a person having ordinary skill in the art.”**

Arguably, the applicant may be required to
disclose the place where he accessed the GRs which is used in the invention if it is not easy for
other persons to know the origin of the GR. The thing is if it is not possible under the
circumstances to access that particular GR, others would not be in a position to carry the

invention out perhaps because the invention is not fully described as required by the law.

From the preceding discussions, one can appreciate the fact that disclosure requirement is not
recognized as a measure in order to make use of the patent system as a check point to ensure that

the applicant has complied with the ABS Proclamation before granting patent. As I have

! Tbid

Ibid

¥In the US, there are three substantive disclosure requirements. In case of written description requirement, the
basic inquiry is whether one skilled in the art would reasonably conclude that the inventor was in possession of the
claimed invention at the time of the application was filed. If a skilled artisan would have understood the invention at
the time of filing, even if every nuance of the claim is not explicitly described in the specification, then the
requirement for an adequate written description is met. An invention is considered enabled if the specification
teaches one skilled in the art how to make and how to use the invention without undue experimentation. Undue
experimentation is determined based on a weighting of several factors. these are: the nature of the invention, the
breadth of the claims, the state of the art, the amount of the direction , predictability or unpredictability of the art, the
amount of direction or guidance provided in the specification, the presence or absence of working examples
provided in the specification and the quantity of experimentation necessary to make the claimed invention. And for
the requirement of the best mode to be met, the description of an invention must set forth the best mode of the
invention. It is a safeguard against the desire on the part of some people to obtain a patent protection without making
a full disclosure as required by the statute. See D.L. Carlson et al, Patent Linchpin for the 21st Century — Best Mode
Revisited, 87 J. Pat. & Trademark Off.

Soc'y, (1989), P. 92. It is good to note that the best mode disclosure requirement has got a place under the Ethiopian
patent proclamation.

32 See Article 9(4)(b) of the Proclamation on Inventions
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attempted to show, there is a very little room to use the patent law as it stands now to require
disclosure of source of GRs when such a resource is unique to a certain locality and important

for a person skilled in the art to carry out the invention.
3.4.2. Disclosure Requirements under the Proclamation on Inventions

The Proclamation on Inventions does not incorporate DRs in relation to applications for
inventions derived from GRs. Since access to GRs and benefit sharing is a recent theme with a
new perspective, it may not be surprising that the Proclamation does not recognize DRs as a
measure to ensure that ABS requirements are fulfilled. As it has already been mentioned, DR is
considered as an important measure as it requires any applicant for a patent to prove that the
process of innovation was undertaken in compliance with the ABS Proclamation before granting

the right.

In discussions of such a nature, the issue that comes at the very outset is: is it legitimate to use
the patent system to achieve non IP related goals? The argument forwarded against the use of the
IP system to identify possible misappropriation of GRs and to demonstrate compliance with

national ABS laws is considered a wrongful use of the system.525

This is because, the argument
runs that the patent system is designed to promote innovation and to provide economic

development incentives.’” It is not designed to regulate or enforce rules relating to ABS.”*’

This argument begs the question: what is the purpose of the patent system? True, at its simplest,
the patent system exists for public benefit of supporting innovation through the disclosure of the
nature of new invention in return for a time limited right of monopoly use by the inventor.”*®
However, it is argued that while this philosophy may underlie the system, over the years its
application has also served other purposes including protection of national industry, prevention

of technical transfer and economic welfare. °*°

> QOldham Paul and Burton Geoff, Defusing Disclosure in Patent Applications, 2010, available at:

Http://ssrn.com/abstract=1694899; accessed on 2 November 2010

> Ibid

>* Ibid

7 Tbid

529 Alison Hoare and Richard Tarasfosky, Patenting Genetic Resources: Striving for the Right Balance, (2007),P.46
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In addition to this, a proposal on the incorporation of DRs in the patent system seeks to achieve
its public policy ends through transparency.’>” The public policy ends is the demonstration of
compliance with applicable ABS laws and prevent the misappropriation of GRs through

1
deterrence.>

After all, is it necessary to incorporate DRs in the Proclamation on Inventions for the
implementation of ABS requirements enshrined in the ABS Proclamation? If one answers this
question in the affirmative, the question that follows is related with addressing on how to
incorporate the requirement. Admittedly, it is not an easy task to give an automatic answer to
these and other related questions. In answering these questions, regard should be given to the
importance of the connections between the ABS and the patent system in particular and the IP
system in general. For all the theoretical underpinnings and how the issue is being addressed in
its international dimension, the reader is advised to refer to the two preceding chapters as the

discussions in the sub section builds on the discussions made in there.

The focus here is on the appropriateness of enshrining DRs under the Proclamation on
Inventions for the implementation of the ABS proclamation in Ethiopia. The nettlesome question
I am trying to raise is: would the inclusion of DRs in this proclamation bring any tangible
significance? one of the basic nature of IP in general and the patent system in particular is
territoriality which implies that the issue of granting patents would be the concern of the country

where protection is sought.

Therefore, in the absence of an International ABS Regime which incorporates the principle of
DRs, it does seem difficult to comprehend the significance of envisaging same requirements in
national patent laws when the access permit holder makes an application for IP in another
jurisdiction. Ensuring compliance using IP laws in these cases depend on the good will of this
particular state to which an application is made. This is an important question that needs to be
raised in the context of a country like ours where innovation is at its infant stage let alone

inventions to be made based on GRs, which presupposes the existence of biotechnology.

330 Thid
31 Tbid
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On this issue, one can argue that it is appropriate and the time is ripe now to recognize DRs in
the Proclamation on Inventions for the following reasons. To begin with, Ethiopia is a party to
the CBD which requires members to make their patent and other IP laws to be supportive to its
objectives, one of them being ABS. Even though, the exact role of IPRs in achieving these
objectives still remains uncertain and possibly controversial, Ethiopia's progress in implementing

the ABS framework required by the CBD provides some insight in to the place of IP.

This can, in particular, be evidenced from the references made to IP in the ABS Proclamation
which makes it vivid that the support of the IP system in general and the patent system in
particular is needed for its implementation. At this point in time, it is worth reiterating that
according to the ABS Proclamation, seeking to acquire IP over GRs accessed and inventions
made based on GRs is contingent upon the negotiation of a new agreement. In addition to this,
any applicant for a patent or other IPR on products developed from accessed GRs is required to
disclose the locality where the GR is accessed. So much so that, when these references are
closely seen, incorporating DRs in the Proclamation on Inventions is important to make sure that

it is supportive to the fulfillment of these rules in the ABS Proclamation.

Furthermore, when such a measure is seen in line with the recently adopted Nagoya Protocol on
ABS, it can be considered as an appropriate and effective compliance measure to ensure the
effective implementation of ABS Proclamation. Though, the Protocol does not say anything
about the measures that can be taken by member states in this regard, DRs would be one of the
measures to be taken by developing countries since they were fighting hard for its incorporation
in the Protocol as a mandatory compliance measure to be adopted by member states. Hence,
including DRs in the Proclamation on Inventions can be considered as one measure to be taken

by the country in order to carry out the obligation imposed on it by this protocol.

Undeniably, one can counter argue based on the fact that the country does not have the required
biotechnology and as a result of this it is difficult to imagine inventions made based on GRs and
applications for IPRs made thereto. For instance, Ato Tamire, the Legal Officer in the EIPO does
not see any significance in incorporating DRs in the Proclamation on Inventions for the reason

532

mentioned above.””” Instead, he underlines the importance of an International Regime for

%32 Discussions Held with Ato Tamire, The Legal Officer in the Ethiopian Intellectual property Office(EIPO), on 9
October 2010
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effective use of DRs in order to track compliance with ABS requirements.”> I do not have any
point of disagreement with the latter statement; even then, incorporating such a requirement in
the Proclamation on Inventions has a paramount importance in showing that the country has a
real commitment on its position expressed in the CBD COP on the relationship between TRIPs

and the CBD which obviously has a bearing on DRs.

True, Ethiopia is not yet a member of the WTO and hence not formally bound by the TRIPs
Agreement but the country has been active in uncovering the alleged adverse implications of
Article 27.3(b) of the TRIPs Agreement in other foras.”** That is why, it has submitted an agenda
item and a paper on the relationship between the TRIPs Agreement and the CBD with
recommendations to the 4™ meeting of the COP.>** It should not be unnoticed that Ethiopia was
one of the pioneers from the members of the CBD to propose that the CBD examine the
relationship between TRIPs and the CBD and of course DRs is one of the measures proposed to

make the two instruments mutually supportive.

Therefore, it is within the bounds of reason to argue that the country needs to adopt DRs in its
Proclamation on Inventions and harmonize the ABS and the patent system in order to support its
effort in advocating the necessity of making the CBD and TRIPs mutually supportive. If the
country remains reluctant in doing so, would it not be difficult to request other countries to
require disclosure when patent applications are made on inventions made based on GRs accessed
from Ethiopia as user measures. I believe, it is a wise move to incorporate DRs in the
Proclamation on Inventions though it may not have a real effect in inventions to be applied in the
country, in order to request other jurisdictions to ensure users compliance with the ABS
Proclamation and the respective ABS agreements when an application for IP is made in their IP

offices.

What is more, one can see the real significance of incorporating DRs when ABS agreements
make the laws of Ethiopia as applicable laws in governing the agreement and in resolving
disputes that would arise thereon. Technically speaking, the importance of including this

requirement in the Proclamation on Inventions is evident when there is a term in the ABS

> Ibid
> Ibid
>3 Nnadozie and Lettington, Supra Note 428 at 134
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agreements which make the laws of the country the applicable laws. By the way, appreciably,
this is what we can see in the Vernonia ABS agreement as will be discussed in its appropriate
place. In this connection, Dr. Gemedo Dalle, emphatically states that until the controversies in
relation to this issue at the international level will be settled, incorporating DRs in the
Proclamation on Inventions can be considered as one magic bullet in ensuring compliance with

ABS requirements.’*® Though, undeniably, his office has done nothing in this regard.

Not only these, taking such a measure is crucial by its own as some national laws make the
request of legitimate access by the applicant for IP dependent upon what has been provided in
the state laws where the GR is accessed. For example, in Norway, patent applications require
evidence of PIC if the state law of origin of the GR deems it necessary.”’ All in all, for the good
reasons mentioned above, incorporating DRs in the Proclamation on Inventions has its own

significance in ensuring compliance with the ABS Proclamation.

Moreover, in the long run, when the time comes for the development of biotechnological
inventions in the country, incorporating DRs in the Proclamation on Inventions would no more
be contentious. The current biotechnological activities in Ethiopia are limited in scope and
number as it requires a huge amount of capital; and the human and infrastructural capabilities are
lacking.”®® If biotechnology is used smartly, the country can benefit out of it as it along with
other efforts such as changing the backward farming system, reducing land degradation etc can
take the country one step forward in increasing production and productivity.539 There were
efforts in the country to use biotechnology for improving the poor performance of agricultural
sector using biotechnologies such as bio fertilizers though the country is not able to scale up
such resource outputs partly due to lack of policy and strategy. 240 Being cognizant of all these

facts, the draft biotechnology policy prepared by the Ministry of Science and Technology has

3% Discussions held with Dr. Gemedo Dalle, Director, Genetic Resources Transfer and Regulation Directorate,
Institute of Biodiversity Conservation, on 4 November 2010

>7 Jess Nierenberg and Alejandro Garcia Alvarez (eds.), Triggering the Synergies between Intellectual
Property Rights and Biodiversity, available at: Http://www2.gtz.de.../ search.aspex?...%20 triggering%?20 the%20
synergies% 20 between % 20 intellectual 20 , accessed on 20 November 2010

>3 Kidanemariam Jembere and Wondwossen Belete, A Paper Prepared for Biotechnology and the Public Policy
Training Course under the BIO-EARN Programme, 1999, available at: Http://www.bioearn.org/content/policies-and-
strategies.htm; accessed on September 20 2010

% Ibid
30 Thid
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been sent to the Council of Ministers for deliberation and Ato Firew, the Legal Officer in the
Ministry of Science and Technology, is optimistic that the policy will get the blessing of the

o 541
Council in the near future.

This move in putting in place the biotechnology policy coupled with other activities such as the
establishment of the National Agricultural Biotechnologies Research at Holleta Research Center
show the fact that the country understands that it cannot afford ignoring biotechnology in this
globalized world. Expectedly, this thesis does not delve in to the intricate issues that can be
raised in relation to biotechnology; the purpose is to show that it will not be an unreasonable
optimism to think that the EIPO will entertain patent applications made based on GRs when
biotechnology develops in the country and the significance of enshrining DRs in the patent law

will not be subject to argument; though it may not be in the near future.

At this juncture, it is worth noting that the ABS Proclamation encourages and even it makes it
mandatory the conduct of research based on the GR accessed to be carried out in Ethiopia unless
doing so is impossible.542 As a corollary of this, therefore, when the necessary infrastructures are
fulfilled for the conduct of a research based on GRs, applications of patents on inventions made
based on accessed GRs will be a reality. And of course, it is appreciable to devise laws taking in
to account future circumstances. This takes us to the discussions on how to incorporate DRs in
the Proclamation on Inventions. Proposing the stands that should be taken by the country in
incorporating DRs will be made with the simultaneous discussions on the experiences of some
countries in DRs, albeit briefly. So much so that; opinions expressed are made based on the

experiences of some selected countries.

>*! Discussions held with Ato Firew, the Legal officer in the Ministry of Science and Technology, on 10 November
2010
342 Gee Article 12(6) of the ABS Proclamation
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3.4.3. Options in Adopting Disclosure Requirements: Taking Lessons from the

Experiences of Some Countries

Discussions in relation to the adoption of DRs without including further analysis of their binding
nature, scope or consequences for lack of fulfillment could paint a false picture. Therefore, in
this sub section, a modest attempt will be made to propose the specific positions that need to be
taken in adopting DRs in the patent law. In doing so, I opine that it is important to have a brief
overview of the national laws of some countries so much so that it would serve as an instructive

example in outlining the options for the future development of this measure in the patent law.

Several countries and regions have applied DRs in relation to IPR applications for inventions
derived from GRs.>* These national and regional experiences can be clustered as weak, medium
and strong disclosure requirements. A disclosure requirement is considered weak if it is not
obligatory and compliance does not affect the granting of patent. To the contrary, in case of
strong disclosure requirements, the requirement is mandatory and non compliance affects the
granting of patent. The middle one is that which puts the consequences of failure of non
compliance outside the patent law. Therefore, failure to comply with does not entail the
invalidation of the patent but it is considered as a violation of an obligation to provide correct

information and it is punishable.”**

From countries or regions that have adopted weak disclosure requirements, mention can be made

545

to Egypt,”™ European Union,”*® Romania,”*’ Spain,548 and Sweden.>® In the middle are counties

> United Nations University Institute of Advanced Studies, UNU-IAS Report: User Measures: Options for
Developing Measures in User Countries to Implement the Access and Benefit-Sharing Provisions of the Convention
on Biological Diversity (2nd ed., 2003), P.35

* Ibid

3 Article 13 of the Egyptian Law No. 8 of 2002 on the Protection of Intellectual Property Rights states that: where
an invention involves biological, plant or animal products or traditional medicine, agricultural, industrial or
handicraft knowledge, cultural or environmental heritage, the inventor should have acquired the sources in a
legitimate manner. See the full text available at:http://www.egypo.gov.eg/inner/English/laws_Ohtml.

*®Weak disclosure was adopted by the European Union through the directive on the legal protection of biological
inventions which states that if an invention is based on biological material of plant or animal origin or if it uses such
material, the patent application should, where appropriate, include information on the geographical origin of such
material, if known; whereas this is without prejudice to the processing of the patent application or the validity of
rights arising from granted patents. See UNEP/CBD/WG-ABS/2/3/,2003

> Implementing Regulation of the Patent Law 64/1991, Rule 14, pointl(c) states that:" when the state of the art
includes GRs, they shall be clearly indicated in the description including their source, when known." See
UNEP/CBD/WG-ABS/2/INF/4,2003

> Spanish Patent Law allows for voluntary disclosure of origin of biological resources upon which an invention is
based.
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that have adopted medium disclosure requirements. In this category, countries like Denmark,

552
d

35 ONorway,5 51 and New Zealan can be included.

There are countries and regions which have adopted mandatory DRs in their national laws. The
pioneer in this regard is the Andean community and DRs become an issue in international
forums and national laws after its inclusion in the decision of the same and the idea quickly
attracted proponents around the world.” It is worth reiterating that the proposal to amend patent
legislations arose to answer to the charge that misappropriation of GRs are permitted or even
encouraged by this legislation. The remedy to this injustice is believed by proponents of
mandatory DRs to lie partly in requiring patent applicants to disclose certain information about

the GRs used in their invention.

The purpose of this kind of disclosure would be to help ensure that no patent was granted in
cases where the invention was linked to GRs that had been improperly acquired or utilized.
Accordingly, at the regional and national level, several jurisdictions have enacted legislation
mandating or requiring disclosure. A case in point in this regard at the regional level is decision
391 of the Andean Community-Common Regime on Access to Genetic Resources- signed in
1996 which requires consent for the actual and potential uses of a resource and it also states that

IPRs for GRs that were obtained without compliance with the decision shall not be recognized

¥ Rule 5(a) of the Patent Regulation states that:" if an invention concerns biological material of plant or animal
origin, or if it uses such material, the patent application shall include information on the geographical origin of such
material, if known. If the origin is unknown, this shall be said. Lack of information on the geographical origin or the
knowledge of the applicant regarding the origin is without prejudice to the processing of the patent application or the
validity of rights arising from a granted patent. See Ibid

0 According to the Ministerial Regulation enacted based on the patent act, if an invention concerns or makes use of
biological material of vegetable or animal origin, the patent application shall include information on the
geographical origin of the material, if known. If the applicant does not know the geographic origin of the material,
this shall be indicated in that application. Lack of information on the geographical origin of the material or on the
ignorance hereon does not affect the assessment of the patent application or the validity of the rights resulting from
the granted patent. See UNEP/CBD/WG-ABS2/INF/1,2003

! Paragraph 8(b) of the Norwegian Patent Act reads:" if an invention concerns or uses biological material, the
inventor shall disclose in the patent application the country providing such material. If national legislation in the
providing country requires PIC before providing such material, the application shall include information on whether
such consent has been sought. In cases where the providing country is different from the country of origin of the
biological material, the country of origin shall also be disclosed." And violations of the requirements to disclose
information is punishable under paragraph 166 of the Penal Code. The requirement to disclose information does not
affect the handling of a patent application or the validity of the patent. See UNEP/CBD/WG-ABS/2/3,2003

2 Under the Patent Act of New Zealand, where an invention relates to an indigenous flora or fauna or products
extracted therefrom, applicants are asked to provide an indication or evidence of PIC consent being given by a
relevant Maori group. See UNEP/CBD/WG-ABS/2/INF4,2003

33 Alison L. Hoare and Richard G. Tarasofsky, Asking and Telling: Can Disclosure of Origin Requirements in
Patent Applications Make a Difference? 10 Journal of World Intellectual Property 2 , (2007), P.149
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by member countries.”® Following this, Decision 486 was in adopted in 2000 which is

considered as Common Regime on Intellectual Property.”

In particular, Article 26 of the Andean Community Decision 486 states that: application for
patents shall be filed with the national competent authority and shall contain: a copy of the
contract for access, if the products or processes for which a patent application is being filed were
obtained or developed from GRs or byproducts originating in one of the member states.”® In the
Andean community therefore patent applicants are required to disclose the access contract, PIC
of indigenous and local communities and evidence that material was accessed in accordance with
national, Andean community and international law. Moreover, the laws of Brazil,557 Costa

Rica,55 8 India, Peru,5 59 China560, Panama>®' and South Africa®®? have incorporated more or less

> Ibid

¥ Ibid

6 Article 3 of Andean Community Decision 486 On the Biological and Genetic Heritage and Traditional
Knowledge states that: “The Member Countries shall ensure that the protection granted to intellectual property
elements shall be accorded while safeguarding and respecting their biological and genetic heritage, together with the
traditional knowledge of their indigenous, African American, or local communities. As a result, the granting of
patents on inventions that have been developed on the basis of material obtained from that heritage or that
knowledge shall be subordinated to the acquisition of that material in accordance with international, Andean
Community, and national law...” On the same vein, Article 26: “Applications for patents shall be filed with the
competent national office and shall contain: “h) a copy of the contract for access, if the products or processes for
which a patent application is being filed were obtained or developed from genetic resources or byproducts
originating in one of the Member Countries; “i) if applicable, a copy of the document that certifies the license or
authorization to use the traditional knowledge of indigenous, African American, or local communities in the
Member Countries where the products or processes whose protection is being requested was obtained or developed
on the basis of the knowledge originating in any one of the Member Countries, pursuant to the provisions of
Decision 391 and its effective amendments and regulations;" available at: Http: //www.wipo. int/ tk/ en/ documents/
word/brazil-provisional-measures.doc

>>7 In Brazil, a disclosure requirement is a condition of patentability and to this effect Article 31 of the Provisional
Measure stipulates that: the grant of industrial property rights by the competent bodies for a process or product
obtained using samples of components of the generic heritage is contingent upon the observance of the provisional
measure, the applicant being obliged to specify the origin of the genetic material and the associated traditional
knowledge as the case may be. The provisional measure regulates the Access to Genetic Resources, Protection and
Access to Traditional Knowledge, Sharing of Benefits and Access to and Transfer of Technology for its
conservation and use. See WIPO/GRTK/IC/5/9,2003

% The 1998 Biodiversity Law of Costa Rica requires a certificate of origin to accompany applications for
intellectual property rights pursuant to articles which refer to innovations involving elements of biodiversity. This
law requires that the patent office must consult with the technical office of the commission responsible for managing
biodiversity and provide a certificate of origin and PIC. Opposition from the technical office will prohibit
registration of a patent. See UNEP/CBD/WG-ABS/2/3,2003

>% As a member of the Andean community, Peru is a signatory to the community decisions, under which patent
applications are required to disclose the access contract and evidence of PIC for genetic resources. Peruvian Law
No. 29811- a law introducing a protection regime for the collective knowledge of indigenous peoples derived from
biological resources was published in 2002. On patents, the law states that: where a patent is applied in respect of
goods or processes produced or developed on the basis of collective knowledge, the applicant shall be obliged to
submit a copy of the license contract as PIC for the grant of the rights concerned. Failure to comply with this
obligation shall be a cause of refusal or invalidation as the case may be of the patent concerned. See Ibid
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similar mandatory disclosure requirements as a condition of patentability and revocability is

envisaged for failure to disclose or false disclosure.

From all these, we can discern that different legislations contain DRs which are different in terms
of their consequences. In most cases, the European laws that have introduced this requirement
have referred only to the obligation to disclose origin and/or source and to prove the existence of
PIC.%% However, these laws do not affect the existence of IP rights as such. On the other hand, in
the laws of countries which are rich in GRs and which have considered enforcement of ABS

laws as their policy priorities have included mandatory DRs.”%

On the information that needs to be disclosed for the fulfillment of DRs, there are divergences
among the IP laws of the abovementioned countries. As can be seen from the relevant laws of
these countries, some of them such as the Andean community, Brazil and India have adopted a
DR which requires the applicant to disclose information on source/origin, PIC and benefit
sharing. On the other hand, the IP laws of European countries- Switzerland, Spain, and Sweden-

do not introduce a DR for evidence of PIC and benefit sharing.

Categorically speaking, therefore, most of the countries which have adopted voluntary and
intermediate DRs are developed countries; on the other hand, mandatory DRs are recognized in
developing countries which are rich in GRs. What is more, though there are exceptions, most of
the developing countries mentioned above have adopted a DR which require disclosure of
origin/source, evidence of PIC and benefit sharing. Based on this, Ethiopia as a country rich in
GRs need to follow the footsteps of developing countries by recognizing mandatory DR and a
disclosure requirement which not only require disclosure of origin/source but also evidence of
PIC and benefit sharing in its patent law. Not only this, applicants for patent do not have an
incentive to comply with the requirement unless it has a teeth for its enforcement. The teeth in
this case is making DRs conditions of patentability and the consequence of failure being

revocation of the patent granted.

%0 See Articles 5(2) and 26(5) of the Patent Law Amendment Act, 2008
%! see Law No 20/2000, a Special IP Law for Rights of Industrial Property and Traditional Knowledge and
Executive Decree 257/2006
> See the Patent Amendment Act 20/2005 and Section 82 of the 2004 Biodiversity Act.
% Sarnoff, J., Compatibility with Existing International Property Agreements of Requirements for Patent
Applications to Disclose the Origins of Genetic Resources and Traditional Knowledge and Evidence of Legal
chess and Benefit Sharing. Available at: http://www.piipa.org; accessed on 23 October 2010

Ibid

118

www.chilot.me



At this point in time, what one can do is giving a general direction; and the details on the stand
that should be taken by Ethiopia in adopting DRs in the Proclamation on Inventions should be
guided by the objective it seeks to address; i.e., using the Proclamation on Inventions for the
enforcement of ABS requirements. The details on how to incorporate DRs is an issue of its own

which needs to take in to account the following:

1. What should be the nature of the requirement? Should it be mandatory or permissive?
2. What information should be divulged?

3. How should the relationship between the GR and the actual invention be determined?
4

What should the consequence be for non compliance?

Generally speaking, as Correa stated consideration of these issues in introducing DRs should be
consistent with its purpose, taking care not to impose a disproportionate burden on applicants for

patent and the institutions in charge of their applications.’®

Before winding up the discussions under this sub section, it is important to quest whether
incorporating DRs would be incompatible with the TRIPs Agreement. It is, of course, an
appropriate concern that needs to be addressed as the country is in the process of accession to the
WTO. As discussed in chapter two, in the WTO, the issue of DRs is being debated as part of the
Doha Round of Trade Negotiations. Since the debate is under wayj, it is difficult to say for sure
that adopting DRs in our Proclamation on Inventions is or is not compatible with the TRIPs
Agreement. In fact, incorporating voluntary DRs which does not affect the handling of the patent
application and the validity of the granted patent does not seem to contradict with the TRIPs
agreement. This is not true in case of mandatory DRs which are proposed as conditions of

patentability.

Therefore, if the country adopts a mandatory DR and faces a challenge in the process of its
accession, the country should argue by reiterating the importance of the requirement in creating
mutual supportiveness between the TRIPs and the CBD and for the effective realization of the
ABS objectives enshrined both in the CBD and in its ABS Proclamation. If the debate on the

issue in the TRIPs Council continues until its accession, such an argument can be raised to

%65 Jorge Cabrera Medaglia, the Disclosure of Origin Requirements in Central America, ICTSD,2010. available at:
Http/www.ictsd.org; accessed on 5 July 2010
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defend its position. In addition to this, another more pragmatic reason can be forwarded as a
justification for the adoption of mandatory DRs in the Proclamation on Inventions. These days,
there are countries which have adopted mandatory DRs in their patent laws and which are at the
same time members of the WTO. In this regard, mention can be made to India, China, Brazil,

566
d,

South Africa, Peru and Switzerlan to mention some. Therefore, it can be argued that

Ethiopia has done something which other members of the WTO did.
3.5. The Plant Breeders' Right Proclamation and ABS: Introductory Remarks

In 2006, Ethiopia brought in to place IP protection for plant breeders under the legislation- Plant
Breeders' Right Proclamation No 481/2006- PBRs Proclamation for short. This law has six parts
and 35 Articles. Scrutiny on the structure and content of the legislation shows that it has modeled
itself on the OAU Model Law for the Protection of the Rights of Local Communities, Farmers

and Breeders and the Regulation of Access to Biological Resources.

The grounds of the introduction of plant breeders' right are indicated in the statement of purpose
of the PBR Proclamation. Among others, the law maker was convinced that the new plant
varieties developed through research would have a significant role for improving agricultural
production and productivity; and development of new plant varieties requires considerable effort
and investment.”®’ Being cognizant of these facts, the legislature concluded that the recognition
and economic reward for those involved in the sector should be accorded IP protection with the
belief that it is possible to achieve this by granting plant breeders' right. In fact, in the course of
doing so, the legislature claimed to have full consideration of the need to protect the interest of
the farming and a pastoral community of Ethiopia, whose interest often goes in variance with

PBRs.
3.5.1. The Connections between ABS and PBR Laws

As a matter of fact, traditional varieties which have been conserved and preserved by farmers
and local communities are the backbones for commercial breeding. And as a result of the
introduction of IPRs in plant varieties, the misappropriation nature of commercial breeders

utilizing traditional varieties may raise equity concerns which might perhaps have a discouraging

366 Supra Note 497
%67 See the preamble of the PBRs Proclamation
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effect on the future conservation efforts of these communities. Due to this, there appears to be a
general understanding that farmers have to be rewarded for the use of these varieties by
commercial breeders in the process of developing new varieties. In fact, this has been
progressively advocated as 'farmers' rights' though its precise scope and content as well as the

right course of achieving that remains as a problem.

The PBRs Proclamation provides for farmers' rights in recognition of their role in the
conservation of their varieties. But, it does not mention on how they are supported and
recognized for the role they play in conserving and developing crop genetic diversity and on how
to ensure their rights to share benefits derived from their varieties. Therefore, in order to know
about the further scope of farmers rights, regard may be had to the ABS Proclamation. Though
the ABS Proclamation does not make a clear reference to farmers and their role within the local
community structure, they can be recognized as a local community which is defined as human
population living in a distinct geographical area in Ethiopia as a custodian of a given GR. Thus,
farmers as a concerned local community in case of ABS made in relation to traditional varieties,

they are entitled to the benefits that accrued to the state in the utilization of GRs.

The crux of the matter is that since farmers are the concerned local communities in case of ABS
made in relation to traditional varieties, the PBRs Proclamation is considered as an appropriate
check point in order to make sure that access to these resources by commercial breeders is made
in compliance with the ABS Proclamation. This takes us to the task of scrutinizing whether DRs

are adopted in the PBRs Proclamation to this effect.
3.5.2. Disclosure Requirement as a Precondition for Protection

The PBRs Proclamation stipulates that PBRs shall be granted if 'the breeder has a proof that he
has obtained the genetic resource used to develop the variety in accordance with the relevant
laws on access to genetic resources.”®*What is pretty clear from the reading of this is that the
PBRs Proclamation has attempted to create a connection with the relevant legislations on ABS.
The correlation of the PBRs Proclamation with the ABS Proclamation is fully recognized

starting from its inception and that is why the draft version of the law had been referred to the

%8 Article 14(3) of the PBRs Proclamation
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Institute.>®

And the Institute was tasked to evaluate the congruence of this law with the ABS
Proclamation.’’® To this effect, it had evaluated the draft and made sure that the PBRs
Proclamation is supportive to the objectives of the ABS Proclamation by proposing proof of

lawful access as a precondition for the grant of plant breeder's right.””"

Interestingly enough,
therefore, under this law, the applicant for PBRs is obligated to prove the fact that he/she/it has
accessed GRs which are the subject of protection. Now let us probe in to the task of analyzing

the relevant part of this law in line with the notorious issues that are raised in relation to DRs.

To begin with, this requirement is imposed on breeders as a condition for the grant of plant
breeder right as can be discerned by reading the full text of Article 14 of the PBRs Proclamation.
Article 14 of same deals with the eligibility requirements for the protection of plant varieties.”’>
And proof of legal access is vibrantly mentioned as a precondition for the grant of plant breeders'
right. So much so that, proof of lawful access to GRs is a mandatory requirement for the grant of
PBRs. On the same vein, under the Malaysian PVP Act, applicants for plant breeder's right are
required to include in their application an indication on the source of the genetic material or the
immediate parental lines of the plant variety; accompanying their application with the PIC of the
authority representing local communities where the plant variety is developed from traditional
varieties and support their applications with documents relating to the compliance of any law
regulating access to genetic or biological resources.”””> Registration of new plant varieties and
grant of breeder's right in Malaysia are subject to the fulfillment of the abovementioned
conditions in addition to the conventional conditions of newness, uniformity and stability of the
variety. And this puts the Ethiopian PBRs Proclamation in the same position with the Malaysian

PVP Act since both laws make lawful access as a condition for the grant of a right.

569

ceeeee esese essesese sesse o 3 ee sese esese o/0e ] o ese ses see 19908 o/

e ceee seese sees ss eessse esse sess0]1008ccee see

> Ibid

>’ Tbid

2 It in particular states that the Ministry shall grant plant breeders' right if it is satisfied that the plant variety is new;
there is no ground to refuse the grant of the right as provided in the proclamation; the breeder has proof that he
obtained the GRs to develop the variety lawfully; a PBRs has not been granted to another person in same variety;
there has not been earlier application which has not been withdrawn or rejected in respect of the new variety under
consideration and all fees in relation to the grant of the PBRs have been made.

373 See Section 12(1)(e)(f)(g) of the Malaysian Plant variety Act No.634/2004
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As contradistinguished with what has been provided hereinabove, the PVP Acts of Indial,574
Thailand,”” Indonesia®’® and the Philippines®’’ do not make lawful access to GRs as a condition
for the grant of plant breeder's right though both have adopted DR in their respective PVP Acts.
From the relevant provisions of these PVP acts indicated in the footnote, one can understand that
DR is not considered as a substantive condition for the grant of plant breeder's right; rather it is

considered as a formality requirement.

The other important point worthy of consideration is the specific information which needs to be
divulged in order to prove the fact that access was lawful. In this regard, one can construe that
the breeder is required to prove that access is made based on the PIC of the Institute and with
benefit sharing arrangement as these are the basic preconditions for access, to say the least. Is
disclosure of source or origin a requirement under Article 14 of the PBRs Proclamation?
Obviously, disclosure of origin or source is not a requirement for lawful access as it is a
requirement which comes in to the scene when one applies for IP protection and therefore it is
difficult to construe the provision to include disclosure of origin or source as a requirement for a
grant of a right. Why the law maker failed to so? I suspect that the lawmaker did not include
disclosure of origin or source as a requirement in this provision knowing full well that the ABS
Proclamation requires applicants for IPRs on inventions made based on GRs to disclose the

locality where the GR is accessed.

7 Section 18(1) of the Indian PVP Act states that every application for registration shall contain a complete
passport date of the parental lines from which the variety has been derived along with the geographical location in
India from where the genetic material has been taken and all such information in relation to the contribution, if any,
of any farmer, village community, institution, or organization in breeding, evolution or developing the variety; and
contain a declaration that the genetic material or parental material acquired for breeding, evolving or developing the
variety has been lawfully acquired.

> Section 19 of the Thai PVP Act prescribes that an application for the registration of a new plant variety shall
include the following particulars: details showing the origin of the new plant variety or the genetic material used in
the breeding of the variety or in the development of the new plant variety, including its breeding process, provided
that the details enabling clear comprehension of such process shall also be included; a statement that the propagating
material of the new plant variety in respect of which the application for registration has been filed and the genetic
material used in the breeding or in the development of the new plant variety will be furnished to the competent
official for the purpose of examination thereof within the time specified; and a profit sharing arrangement in the case
where a general domestic plant variety or wild plant variety or any part thereof has been used in the breeding of the
variety for a commercial purpose.

376 pursuant to Article 11(2) of the Indonesian PVP Act, a letter of application for a right for PVP is required to
contain the description of the variety including the origin or pedigree, morphological characters and other important
characters.

" In the Philippines PVP Act, the application must include exhibits of the detailed origin and breeding history of
the variety, including the source of the germplasm and the results of other plant variety tests or trails that have
already been done on the variety.
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In this regard, all the above mentioned five countries have provided that information on the
source or origin of the GR must be included in the application for PVP.”’® Not only this, the
Malaysian PVP act has provided that the application for PVP must be accompanied by PIC of the
authority representing the concerned local community and the Thai PVP act has provided benefit
sharing as an element of DR. By the way, the Thai PVP act is one of the few PVP acts including
the Ethiopian PBRs Proclamation which provide for a DR which require evidence of benefit
sharing arrangement. The act applies where genetic material from local plant varieties has been
used in the breeding of new plant varieties for commercial purposes. And where a general
domestic plant variety or a wild plant variety is to be used for a commercial purpose, the
application for PVP requires that a profit sharing agreement is entered in to.””” To the contrary,
Indian PVP act borders the obligation to mere declaration so that it would provide information
for concerned stakeholders to desiring to claim and negotiate benefit sharing without

guaranteeing that there shall be benefit sharing.

DRs to be successfully used as a measure to ensure that the parties involved or contributing to
the development of a new variety have an opportunity to claim their share in the benefits reaped
from the new plant variety and to show where the GR originates from a particular community,
and to make sure that the concerned authority has consented to the access; it should be

accompanied by disclosure of origin or source, PIC and benefit sharing arrangement.

This being so, to what the phrase 'relevant laws on access to genetic resources' refers to is not
clear. This is because one can opine that it signifies access legislation of other countries as there
is no qualification to limit it to the Ethiopian ABS Proclamation. If one follows this line of
argument, this obligation applies on breeders though the GR used in the development of the

variety has been accessed somewhere else out of Ethiopia.

This argument makes more sense when seen in line with Article 10(1) of the PBRs Proclamation
which states that: "a breeder shall be entitled to a plant breeders' right in respect of his new plant
variety, whether or not the breeder is an Ethiopian national or a foreigner, or is an Ethiopian

resident or not and whether the variety has been bred locally or abroad." Hence, when the

>’ Rajeswari Kanial, Plant Variety Protection in Indonesia, Malaysia, the Philippines and Thailand, 8 Journal of
World Intellectual Property 3, (2005), P. 301
" Ibid
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persons entitled to plant breeders' rights in the proclamation are seen, one may surmise that the
lawmaker has included the phrase 'relevant laws on access to GRs' in order to make the
requirement applicable in case when the GR used in the development of the variety is accessed
from another country. It should not be overlooked that such a measure is appreciated and even
expected from members of the CBD as it requires parties to it to take user measures in order to

facilitate the enforcement of ABS requirements.

However, this would be a rather an extraordinary tendency of unilateral commitment to protect
the rights of another state by making the law as a possible check point and therefore it should be
interpreted to imply the access legislations of Ethiopia. And in such cases, the applicant need not
prove anything except a mere declaration to the effect that the GR used in the development of the
variety has not been accessed in Ethiopia. A related issue is would the obligation be applicable
when the GRs of Ethiopia have been accessed in accordance with a multilateral system
established by the treaties to which the country is a party- a case in point in this regard is the
ITPGRFA? Since there were not detailed rules on the procedures for multilateral system of

access before the coming in to existence of the ABS regulation, the issue was a little bit hazy.

The above-mentioned regulation has devoted section three to deal with procedures for
multilateral system of access and therefore in case of multilateral access to Ethiopian GRs and
when it is used for the development of plant varieties, the applicant has the duty to proof that he
has accessed the GRs in accordance with this regulation as it is included in the reference to

relevant laws on access to GRs in the PBRs Proclamation.

As per this regulation, access to GRs in accordance with the multilateral system of access shall
be granted if and only if the GR requested is the one listed in Annex I of the ITPGRFA; and the
intended use is exclusively for the purpose of utilization and conservation for research, breeding
and training for food and agriculture provided that such use does not include chemical,

pharmaceutical and/ or other non food or feed industrial uses.”®

Moreover, access is conditioned on the fact that the access applicant is a citizen of a country that
is party to the ITPGRFA; and the GR used is found in the ex situ and in situ management and

control of the Ethiopian government organs and the possessor has given its consent to the

380 See Article 14(1) of the ABS Regulation
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conduct of multilateral system of access.”® At any rate, the applicant for plant breeders rights
who has made use of GRs in accordance with the multilateral access procure is required to prove
the fact that access is made in compliance with the regulation which can be evidenced by
presenting the material transfer agreement to the concerned authority mandated to grant plant

breeder's right.

A related issue that can be raised at this juncture is: is this obligation imposed on breeders to
prove lawful access applicable in case of GRs taken out of Ethiopia through different channels
and preserved in the different ex situ collections which have been used in the development of
plant varieties? In answering this question, regard may be had to the scope of application of the
ABS Proclamation which claims sovereignty on both in situ and ex situ GRs and therefore the

applicant should adduce the same proof as he does in case GRs accessed inside the country.”®

On the kind of documentation or information needed to be submitted by the breeder to prove
lawful access, the law lacks articulacy. Is it the ABS agreement and/or the access permit or
another document required from the breeder? Since there is no specific requirement in this
regard, it can be conjectured that the breeder is at liberty to prove lawful access using any
document. Undoubtedly, however, the ABS agreement and/or access permit are the most

important documents to prove lawful access.

What is more, the law does not seem to be clear on the consequences of failure to fulfill this
requirement. Save for, one can opine that the PBR is susceptible to revocation as can be implied
from the provisions of Article 22(1)(a) of the law which partly states that ...the Ministry shall
revoke a plant breeders' right if... facts exist which, if known before the granting of the right,
would have resulted in the refusal of the right. As stated elsewhere, lawful access is considered a
requirement for the grant of PBRs and hence if the applicant fails to prove lawful access, the
grant of the right will be rejected. As a corollary of this, if the right is granted without the

fulfillment of this requirement, revocation will be the consequence.

These being so, a somehow associated issue that can be raised at this juncture is the

compatibility or incompatibility of the requirement with the TRIPs Agreement. This is a question

1 See Article 14(2)&(3) of the ABS Regulation
82 Merso and Tamrat, Supra Note 491
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that needs to be seen in line with the broader argument on the compatibility or otherwise of DRs
with the TRIPs Agreement as painted in the preceding chapter. In any case, there appears to be a
growing consensus for legitimizing DRs albeit divergence as to its effect. In their concerted
effort to curb misappropriation and ensure benefit sharing, developing countries are demanding
DRs to form part of patentability requirement. Developed countries- the EU in particular- seems
to be pro to the inclusion of the requirement in the TRIPs Agreement but insisted that it should
not constitute patentability criterion. Instead, EU demanded that legal consequences of failure to

disclose, insufficient disclosure or wrong disclosure should lie outside patent law.

It goes without saying that, this trend will have important ramifications to PBR as well. In this
stare, a researcher in the area states that given TRIPs silence on requirements of sui generis
option, coupled with the growing emphasis on harmonization of TRIPs and the CBD, it is
unlikely that making access requirement a precondition in PBR, which is weaker that patent,

would be held incompatible with TRIPs.”®

Moreover, it can be argued that the flexibility of the
TRIPs in allowing member states to adopt sui generis laws for the protection of plant varies gives

an option for them to envisage DRs in such laws.

After appraising all these expositions in relation to Article 14 of the PBRs Proclamation, a reader
may quest what the real impact this requirement brought about in the process of implementation.
Nearly five years have been counted since the adoption of the PBRs Proclamation; but then,
there has never been an application made to the concerned office in the Ministry of Agriculture
and Rural Development so far and the regulation for its implementation has not been enacted. As
a result, it is difficult to assess the real impact of this requirement for the enforcement of ABS
requirements as enshrined in the ABS Proclamation. In this regard, one may raise a host of issues
on the reasons why this law has never been tested in practice. Though legitimate to raise issues in
connection to this, it is not within the scope of this thesis to deal with this and it is an agenda of

its own.

Even then, it can be said that the private sector has failed to engage in breeding perhaps because
the investment requires a huge amount of capital or may be because it is not profitable. On the

issue at hand, W/ro Misa Demissie and Ato Daniel Assefa- Variety Release and Registration

% Sileshi, Supra Note 468 at 74
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Experts in the Ministry of Agriculture and Rural Development are of the opinion that the law
itself does not encourage the private sector as it is in favor of farmers and as a result of this it is
under revision.”®* For me, it is a little bit surprising and unusual to revise a law without testing it
in practice and the reasons forwarded by these officials for doing so seem to be one sided and it
sparks a fear that the law under revision will be pro the private sector. This is because from the
discussions I had with them, the aim seems to enact a law which favors the private sector at the
cost of farmers. In any case, incorporating DRs in the PBRs Law being one significant step in
ensuring compliance with ABS requirements and making it supportive to the ABS Proclamation

and the CBD; its real impact remains to be seen in the years to come.

% Discussions held with W/ro Misa Demissie( Variety Release and Registration Expert) and Ato Daniel Assefa
(Variety Release and Registration Performer) in the Ministry of Agriculture and Rural Development, on 12
November 2010
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Chapter Four

Ethiopia's Experience in the ABS Agreements on Teff and Vernonia: the Role
of IPRs for Implementation

4.1. Background of the ABS Agreements on Teff and Vernonia

Before the conclusion of the ABS agreement on Teff>® in 2005, there was a Memorandum of
Understanding (MoU) signed between EARO (Ethiopian Agricultural Research Organization)
now called the Ethiopian Institute for Agricultural Research (EIAR) from Ethiopia and the
Larenstein University and Soil and Crop Improvement Co. (hereinafter referred to us the
company) from the Netherlands in 2003.°* Among others, the MoU focuses on the registration

and utilization of teff varieties, research on teff and establishment of teff fund.’®’

After a long protracted negotiation in 2005, a ten year ABS Agreement was concluded for the
breeding and development of teff (eragrostis teff) between the Institute in Ethiopia and EARO

and the small Netherlands based Soil and Crop Improvement Co.>®

The other ABS agreement is made between the Institute and the Vernique Biotech Ltd on
Vernonia.”® Vernonia (Vernonia galamensis) is a tall plant with shiny black seeds originated in
Ethiopia which is identified by Robert E Perdue near the old city of Harar in Eastern

Ethiopia.””’Vernonia is a semi arid plant which is suitable for dry land farming and requires

% Teff which is originated and domesticated in Ethiopia is an important cereal crop and Ethiopia is the sole country
that is the source of genetic diversity for teff. As contradistinguished with other grains such as wheat, barley and
maize, teff has more food value and it is gluten free which makes it the best grain for the preparation of foods for
gluten intolerant individuals. Gluten intolerance (celiac disease or gluten sensitivity) is a lifelong autoimmune
disorder in which a person's body cannot tolerate a group of grain proteins known as gluten. Traditionally, teff grain
is ground in to flour and fermented for the preparation of teff based foods, such as injera- a traditional gluten free
pancake, teff bread and pudding (genfo). The traditional use of teff flour also includes the preparation of local
alcoholic drinks-tella and katikalla. see Abeba Tadesse, Material Transfer Agreements on Teff and Vernonia-
Ethiopian Plant Genetic Resources, 2 Journal of Politics and Law 4, (2009), available at:
Http://www.doaj.org/doaj?func=openurl&genere=journal&issn=19139047&volume=2&date=2009; accessed on 17
November 2010

% Gemedo Dalle, Access and Benefit Sharing Agreement on Teff(Eragrostis Teff) and its Implementation
Challenges, 2010 ( on file with the author)

%7 Ibid. The objectives of the MoU were strengthening the position of Ethiopia as a leading producer of teff and teff
based gluten free products in the international market and assisting research and production in relation to the project
in Ethiopia. See Ibid

>% Sarah Laird and Rachel Waynberg, Access and Benefit Sharing in Practice: Trends in Partnership Across Sectors,
A Study Commissioned by the CBD,(2008),P.64

589.Tadesse, Supra Note 585

%% Tesfaye Baye and Sileshi Gudeta, Pest Survey of Vernonia Galamensis in Ethiopia,(1996), P.219
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drained soil and low rainfall.””' The plant has unique properties which makes it interesting
economically and ecologically.” The seed of Vernonia contains 42% of oil which in turn
contains vernolic acid which is a useful input for the manufacturing of adhesive, varnishes,
paints and coatings.593 Vernonia plant grows in most parts of Ethiopia and it is traditionally
considered by local communities as indigenous weed.”* As a consequence, they tended to
eradicate it in order to free their land for other crops.”® But now, it is considered as a potential
crop to be included in the agricultural system of the country as a result of the increased

L. 6
awareness on 1ts 1mportance.59

4.2. Scope of Access and Benefit sharing under the Teff and Vernonia ABS

Agreements

As per the Teff ABS Agreement, the company was entitled to access and use 20 teff varieties
which are specified and annexed to the agreement.””’ The purpose of the access by the company
was to use the GR for the development of non- traditional food and beverage products which are
listed in annex III of the agreement.598 The central focus of the company was to develop teff
products for western markets in forms such as bread, sports bars and beer.”” That means, the
company is not allowed to use teff for any other purposes such as chemical and pharmaceuticals

under this agreement unless explicit written consent is given by the Institute to this effect.®”

On the same vein, the company is not permitted to access TK of the Ethiopian communities on

601

the conservation, cultivation and use of teff GR.™" It was explicitly pointed out that the company

shall not claim any rights over such TK nor make commercial benefits out of such TK unless

*! Ibid

2 Ibid. By the way, knowing full well the significance of this GR, in the 1970s, the United States Department of
Agriculture carried out extensive research in to vernonia as a potentially important industrial crop for US farmers, as
the oil is the potential source of plastic compounds currently made only from petrochemicals. And more than 50 US
patent applications were filed; however, efforts were abandoned when the department of agriculture concluded that
vernonia would not thrive in the US. see Secretariat of the CBD, Action for Biodiversity: Towards a Society in
Harmony with Nature, available at: Http://www.cbd.int; accessed on 25 November 2010

%% Tesfaye Baye, Genotypic and Phenotypic Variability in Vernonia Galamensis Collected from Eastern Ethiopia,
139 Journal of Agricultural Science 2, V.139, (2002), P.161

** Ibid

> Ibid

> Ibid

7 See Annex I of the Teff ABS Agreement

% See Annex III of the Teff ABS Agreement

% See Article 4(3) of the Teff ABS Agreement

0 Tbid

01 See Article 4(5) of the Teff ABS Agreement
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written agreement to that effect is given by Institute. And the company is prohibited from
transferring teff seed samples or any component of the teff GR to third parties without first

602

obtaining explicit written consent from the Institute.”~ But then, the company is permitted to

_ . . : . 60
develop new varieties of teff in a manner suitable for its business.’”?

Besides these, the company has undertaken to share the following monetary and non monetary

benefits arising out of the utilization of teff GRs:

e To pay 1% of the average gross net income of the years 2007-2009;

e Annually royalty of 30% of the net profit from sale of basic and certified seeds of Teff
varieties specified in the agreement;

e To contribute 5% of its net profit to the Financial Resource Support for Teff (FiRST) that
aimed at improving the living conditions of local farming communities and developing
Teff business in Ethiopia. This contribution was agreed not to be less than 20,000 Euro
per year;

e To share research results, knowledge or technologies with IBC and EARO, except when
those are identified to be undisclosed information;

e To involve Ethiopian scientists in Teff research; and

e To establish profitable Teff businesses in Ethiopia (Teff farming, cleaning, milling
enterprises, bakeries, etc) so that access to Teff genetic resources can be linked to

improvement of local economy and poverty eradication.®*

From this benefit sharing arrangement, we can discern that both monetary and non monetary
benefits are included. From the monetary benefits, mention can be made to the upfront payment
in lump sum, annual royalty, annual license fee, annual contribution to a fund to be used for the
improving the living conditions of local communities for the development of teff business in
Ethiopia. In addition to the monetary benefits, the company has promised to share its knowledge
and technologies that may be generated using teff to Ethiopian communities. However, the
company does not have such an obligation when either of this information to be shared

constitutes undisclosed information.

802 See Article 6(1) of the Teff ABS Agreement
603 See Article 5(1) of the Teff ABS Agreement
604 See Article 8 of the Teff ABS Agreement
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Coming to the ABS Agreement on Vernonia, Vernique is allowed to access Vernonia seed to
export and use for developing and commercializing the vernonia seed oil products specified and

. 5
annexed in the agreement.60

If Vernique wants to use vernonia seed for other purposes and
applications which are not stipulated in the list of 27 products, the company is required to get the

written consent of the Institute.

As can be seen from the benefit sharing arrangement, Vernique agreed to pay upfront payment of

Euro 35,000 up on signing the agreement as a monetary benefit.*”°

By stipulating such a mode of
benefit sharing arrangement, the country can obtain a payment even when the company does not
use the vernonia GR.; and compared with other modes of benefit sharing which are dependent
upon the company's income from the exploitation of the resources, an upfront payment will help
the country obtain something from the agreement. This would be even the case when the
company does not produce anything using the GR and it does not affect the country's right to
freely give access permit to other companies when the party holding access permit failed to

utilize the accessed GR.*"’

In addition to this, Vernique has also agreed to share non monetary benefits. To this effect, it has
agreed to source at least 75% of its annual demand for vernonia seed by producing it and/or by
buying it from contract growers or local communities in Ethiopia.®”® Such term in ABS
agreements has the purpose of ensuring that local communities benefit from the agreement
through job opportunities and developing the required skills to grow vernonia. Nonetheless, the
company is free to produce vernonia seed outside Ethiopia if it is prevented to do so in Ethiopia
due to force majeure.’” For the fulfillment of the other 25% vernonia requirement, it is stated
that the company can produce vernonia seed in Zambia and Australia.®’® And as part of the non
monetary benefits, Veronique has promised to train local communities.®’' So much so that, the
company shares its research results and technologies with the provider country provided that it

does not affect the commercial advantage of the company.

%5 The Annex lists 27 products and applications of vernonia seed, such as adhesive, cosmetics, pharmaceuticals,
paper and wood products, lubricants, waxes, polishes and etc

%06 See Section 7 of the Vernonia ABS Agreement

%7 Tadesse, Supra Note 585

%% Dalle, Supra Note 586

 Ibid

*1%bid

*' Ibid
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4.3. IPR Related Provisions in the Teff and Vernonia ABS Agreements

In order to appraise the place given to IPRs and their supportiveness for the implementation of
some of the obligations imposed on the user companies; it is worthwhile to discuss IPR related
provisions incorporated in the agreements. Mention is made to [PRs in the Teff ABS Agreement
as one mode of benefit sharing, which it is not the case in the Vernonia ABS agreement. To be
more specific, since it is possible for countries to negotiate the possibility of joint ownership of
IPRs as part of the non monetary benefits, the Ethiopian Government and the company agreed to

jointly own teff varieties that will be developed by the user company.612

The relevant part of the
agreement in this regard states that: "the plant variety protection rights over new teff varieties the
company will develop shall be co owned by the company and EARO."®"? Such varieties shall be
used by EARO and the company in such a way as not to damage the business interests of the

company over the products listed in annex III or the interest of EARO or the provider."614

From this one can recognize that the principle being making new varieties developed under the
joint ownership of EARO and the company, use of such jointly owned varieties is expected not
to affect the business interests of the company and of course the interest of EARO and the
provider. Consequently, this can be considered as a limitation imposed on the parties in
exercising their joint ownership right. In any case, the most important point to note is that joint
ownership is included as one modality of benefit sharing which, as discussed in the preceding

chapter, has its own role in the enforcement of ABS provisions enshrined in the agreement.

However, such a stipulation in the teff agreement does not have a counterpart in the Vernonia
ABS Agreement. That means joint ownership of IPRs on inventions and products from the
utilization of the vernolic oil are not included in the agreement as one mode of benefit sharing.
This may be because there is no much research on vernonia in Ethiopia as compared with teff
which is an important cereal at national level and EARO has doing research on teff GR which

has developed many teff varieties.®"”

%12 See Article 5(2) of the Teff ABS Agreement
o Ibid

6% Article 5(2) of the Teff ABS Agreement

o135 Tadesse, Supra Note 585
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Besides this, in both agreements the companies are not allowed to obtain IPRs over the GRs (teff
and vernonia) or over their parts. Such stipulations in the agreements are significant in clarifying
what should or should not be done with the accessed GR which is vaguely stated in the ABS
Proclamation. On this issue, the ABS Proclamation instead of making IPRs on accessed GRs
more clear by stating that IPRs may not be claimed on the accessed GRs or parts thereof; it
makes acquiring IPRs over same conditional upon the negotiation of a new agreement with the
Institute. The language used in the proclamation seemingly implies that IPRs could be claimed
on accessed GRs as they are or on their parts such as the isolated or purified genes from the
GR.*"*Nonetheless, it is difficult to envisage that the law is allowing IPRs over the GRs as they
are without their being any creative intervention by human beings.®’” Tribute to the terms of the
ABS agreements which made it clear that the user companies are not allowed to claim IPRs over
the GRs or their parts ; which in effect give a panacea to the problems which may be encountered

due to the vagueness of the ABS proclamation in this regard.

Succinctly speaking, GRs and derivatives as defined in the ABS Proclamation cannot be a
subject for IPR protection in both agreements. Even then, under the Teff ABS Agreement, the
company is allowed to gain plant variety right for new varieties of teff and under the vernonia
agreement, the company can obtain [PRs relating to inventions, products or applications

developed from the utilization of vernonia oil.®'®

What is more, in both agreements, the user companies are obliged to acknowledge in their
relevant publications and applications for IPRs protection over varieties or products developed
from these GRs that Ethiopia is the country of origin/source of teff and vernonia as the case may
be. There is a difference between the two agreements on the use of the terms 'source' and 'origin'.
In the Vernonia ABS Agreement, the term source is used while the Teff ABS Agreement uses
the term origin. In fact, the Teff ABS Agreement imposes an obligation on the user company in
cases when Ethiopia is not the source of the teff GR. That means, this obligation will be
maintained when Ethiopia is not the provider of the GR and this makes clear the distinction
between the two terms-source and origin. As discussed elsewhere, the two terms are believed to

be different as source refers to the country which provides the GRs and origin refers to the

616 Merso and Tamrat, Supra Note 491
17 Ibid
618 See Article 5(1) of the Teff ABS Agreement
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country to which the GR is indigenous. But then, the Vernonia ABS Agreement does not use the
term origin though vernonia is believed to be indigenous to Ethiopia. Therefore, it is good to be

curious in the use of these terms in concluding ABS agreements.

On the same issue, a similar obligation is imposed on users of GRs in the ABS Proclamation but
in the proclamation the obligation is to recognize the locality where the GR is accessed.
However, as can easily be inferred, in the agreements under consideration, the obligation is to
acknowledge Ethiopia as a source/origin of GRs as a country not to recognize a specific locality.
Technically, the two are different with different ramifications. For me, in enshrining such a
provision in the ABS Proclamation, the lawmaker had in mind the fact that there could be a
community which has conserved the GR for long and which is entitled to share the benefits

arising from the utilization of the GR.

Thus, obliging the user to recognize the specific locality has the effect of identifying the
particular local community which has the right to share benefits. But, more often than not, it is
difficult to identify a specific locality as a place where the GR is accessed when the particular
GR is to be found in the different parts of the country. In such cases, Ethiopia as a country can be
considered as source or origin and Ethiopian communities are considered as those entitled to
share the benefits. This being the case, the ABS Proclamation lacks clarity in making such a

distinction.

On the other hand, terms on the same issue in the ABS agreements seem to be realistic in the
sense that it will be burdensome on users to require them to recognize a specific locality as the
origin/source of the GR accessed as it is not always easy to identify a certain locality as such. In
my view, one needs to consider the matter on case by cases basis before rushing to conclude that
the terms in the ABS agreements violate what has been provided in the ABS Proclamation on the
issue at hand. This is precisely because sometimes Ethiopia as a country may be considered as a
country of origin/source if that GR is found in most parts of the country and identifying a

specific locality would be almost impossible.

But then, the ABS Proclamation should have made it clearer by making a distinction between
the situations which make recognition of the specific locality or the country as a source or origin

of the GR under consideration appropriate.
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At any rate, the interesting point to note is that both agreements have adopted disclosure of
origin/source requirements as an obligation imposed on users. As it has been stated now and
then, such requirements stipulated in ABS agreements are indispensable for ensuring compliance
with ABS requirements using IPRs as a tool since disclosure of origin/source helps provider

countries to track the commercialization of their GRs and compliance with ABS conditions.

Though not explicit, it is within the bounds of reason to opine that, a reference is made to IPRs in
both agreements in relation to terms of the agreements on applicable laws. In both ABS
agreements, there are laws which meant to govern and interpret the agreements. In this regard,
the Teff ABS Agreement mentions the UPOV, and the CBD from international treaties and the
relevant Ethiopian and Dutch laws as applicable laws.®’® In particular, Article 15(2) of the
agreement, besides listing the relevant laws, states that the CBD shall prevail over the UPOV in
case of disagreement between the two treaties. This term of the agreement gives prevalence to
the treaty which governs access and benefit sharing if in case it contradicts with the UPOV
which governs IPRs. Moreover, it gives a right to each party to use the relevant laws of Ethiopia

or the Netherlands as it sees fit to enforce their rights in line with the agreement.**

Undeniably, this section of the agreement which deals with applicable laws raises a host of
issues. To begin with, a researcher in the area expressed his concern on the issue at hand by
stating that it is not clear why the provision of UPOV convention should at all be applicable to
interpret the agreement while the country intentionally prefers not to be a member to the
convention.’”! He goes on mentioning that such a stipulation may amount to an attempt to
enforce an international treaty which has not been ratified by the lawmaking organ which has the

authority to do 50.°%2 And true, such terms in ABS agreements raise constitutional law issues.

A related issue is that the reference to Ethiopian laws is too general and it is perplexing why the
agreement fails to list down some relevant laws of Ethiopia. As a consequence, one will be
compelled to ask what these relevant Ethiopian laws are. As to me, among others, Access and
Benefit Sharing Laws, IPR Laws, and other basic laws important to interpret the ABS agreement

such as Property and Contract laws can be considered as relevant laws.

®19 See Article 15(1) of the Teff ABS Agreement
620 See Article 15(3) of the Teff ABS Agreement
621 Merso, Supra Note 43

622 Ibid
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Be that as it may, the agreement is vague and as a result complicates things by making a
reference to both Ethiopian and Dutch laws as relevant laws and by giving the liberty to the
parties to resort to the laws of either country which they deem is appropriate to enforce their
rights. As a result of this term in the agreement, there would inevitably be a situation where one
party considers Ethiopian law as a relevant law and the other party considers Dutch law as

relevant law which raises the issue of conflict of laws.

At this juncture, one may quest whether there could be another option in framing provisions of
ABS agreements which deal with applicable laws. Without going too far, what has been provided
in the Vernonia ABS Agreement on the issue at hand is far better than what has been stipulated
in the Teff ABS Agreement as discussed above. Interestingly enough, Section 13 of the Vernonia
ABS Agreement which deals with governing laws states that this agreement shall be interpreted
in accordance with and governed in all respects by the laws of Ethiopia (Emphasis added). It
goes on stating that where applicable, by international treaties to which Ethiopia is a party, and in
particular the CBD and any other international law emanating from it. This agreement is far more
better than its counterpart partly because it does make UPOV and other international treaties to
which Ethiopia is not a party applicable laws and partly because it makes Ethiopian laws as
applicable laws in all circumstances and it is not left to the parties to chose a relevant law unlike

what has been provided in the teff ABS agreement.

Even then this agreement shares the blame with the teff agreement as it does not specifically
mention the relevant Ethiopian laws to govern and interpret the agreement. But then, similar
interpretation given to the term on the teff agreement in this regard can be applied to this term of
the vernonia agreement. So much so that, one can include in the reference to relevant law, inter

alia, access and benefit sharing, IPR, property and contract laws.

The crux of the matter in this regard is that IPR laws being one of the relevant laws, they can be
used as an important instrument for the enforcement of provisions of the ABS agreements if they
are designed with a view to have such an effect. For instance, some have reservations on the
importance of incorporating DRs in the Proclamation on Inventions as things stand now since
there have never been applications for patent for inventions which are made using GRs and they
are pessimistic about the development of biotechnology in the country. Though difficult to close

eyes to the truism in this regard, incorporating DRs in the Proclamation on Inventions will be
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indispensable in cases when there are terms in ABS agreements which make Ethiopian laws
relevant to govern the agreement. In other words, even when the patent is granted outside
Ethiopia and if a controversy arises in relation to the granted patent, the issue will be resolved as

per the Proclamation on Inventions of Ethiopia.

In sum, it is worthwhile to note that IPR related provisions stipulated in the ABS agreements and
the ABS Proclamation indicate the place given to IPR Laws for the realization of ABS objectives
though they are not magic bullets by their own. In this respect, one may reiterate IPR related
provisions which deal with joint ownership, which require negotiation of a new agreement with
the institute before the grant of IPRs, disclosure of origin/source and the like. As a consequence,
support of the relevant IPRs laws is needed for the enforcement of these obligations and for

changing the ABS objectives in to a reality in general.

Even then, the questions one will be compelled to ask at this juncture are: are IPR related
provisions in the ABS agreements and the ABS proclamation complied with by the user
company in securing IPRs on teff varieties and the processing of teff flour? Were the relevant

European IP laws supportive in this regard? These issues are addressed below, albeit briefly.
4.4. IPRs over Teff Varieties and the Processing of Teff Flour

The purpose of this sub section is not to probe in to the discussions of all issues surrounding the
IPRs granted to Health and Performance Food International over the three teff varieties and the
processing of teff flour. The forthcoming discussions are made with a view to show the extent to
which IPR laws are supportive in enforcing the obligations imposed on the user company in the
agreement and the terms of the ABS agreement breached in the process. Discussions of this sort
are relevant in showing the real impacts of IPRs on the implementation of ABS requirements in

practice.

To begin with, on 21 April 2008, STICHING (foundation) SCEAR has been granted a
Community Plant Variety Right for three teff varieties which are denominated as ADINA,
AYANA and TESFAYA by the European Plant Variety Office.”” The names of the teff

varieties are taken from Ethiopian maiden names having the following meaning: AYANA:

623 European Union Plant Variety Office, Application for Community Plant Variety Right to the Community Plant

Variety Office on AYANA Teff variety, CPVO File No. 2004/2698,(2004) ( on file with the author)
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beautiful flower; TESFAYA: my future; and ADINA: saves people.** The Community Plant
Variety Office in its decision (decision No EU22115) acknowledges the grant of the rights to
SCEAR, which is considered as the holder of the right.” In fact, originally, the application for
Community Plant Variety Rights for these varieties was submitted by Soil and Crop
Improvement Co. and EARO.®*® This application filed on 8 December 2004 is the continuation
of the prior application made in June/2004. In the application filed on December 2004, the
applicant is SCEAR, an organization set up to be the legal owner of the teff varieties.””” In this
organization, based in Assen, the Netherlands, both soil and crop Improvement Co. as the Dutch

counterpart and EARO as a representative of Ethiopian government participate. °**

The most puzzling fact is that the organization- SCEAR- has never been mentioned in the ABS
Agreement made on 05 April 2005; and the application is made before the conclusion of the
agreement. What is the mystery? As stated somewhere else, the company had a memorandum
understanding with EARO and it has accessed the GR before formally concluding the Teff ABS
Agreement with the Institute. I opine that the company has not concluded the ABS Agreement
with a real motive to be governed by the relevant ABS laws. As mention has already been made,
the truth is that the company misusing the MoU it signed with the EARO, applied for IPR
protection for products developed form teff in order to gain sufficient returns on its research

investment in to improvements and potential uses of teff.

As a result of this, in March, 2004, the Wageningen University science magazine reported that a
Canadian non-profit organization has charged the soil and crop improvement company with

629 Mr. Hans Turkensteen,

biopiracy as a result of its act of unilateral application for patent.
Financial Director of the company, explained in this report that the unilateral measure his
company took for the patent application was right because negotiations with the Ethiopian

government authorities were taking much longer.®*

°** Ibid

%> Ibid

%% Ibid

%7 Ibid

6% European Union Community Plant Variety Office, Application for Community Plant Variety Right to the
Community Plant Variety Office on TESFAYA Teff Variety, CPVO File No0.2004/2697,(2004) (on file with the
author)

629 Dalle, Supra Not 586

9 Ibid
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But then, this cannot be a justification as there is no provision in the MoU that gives the
company the mandate of unilaterally applying for patent. In the same report, it was mentioned
that the Dutch focal point on ABS for the CBD had asked the company to proceed carefully with
the sharing of advantages of potential patents with Ethiopia which the company did not want to

accept and implement.®!

So much so that, the hard fact worthy of reiterating is that the company did not come to the
negotiation table in good faith. Rather, the company's motive was to pretend that it has
concluded ABS Agreement with the Ethiopian government with a view to avert all these
pressures and to pave the way for its planned actions. This is true when one considers all these
facts coupled with the fact that the company has already the necessary access from EARO and

gene banks around the world.**

Be that as it may, all these facts cannot be taken as a justification for encroaching the Teff ABS
Agreement signed on 5 April 2005 with the Institute. Therefore, the following discussions are
designed to see to it whether the IPRs granted are in line with the agreement and the role played

by EU IPR laws in facilitating compliance with ABS requirements.

As it has been explained in the preceding sub section, one of the provisions of the Teff ABS
Agreement which deals with IPRs is Article 5.2 which stipulates that all teff varieties developed
by the company are required to be co owned by the company and EARO. The question that
comes is: are the teff varieties developed by the company co owned with EARO? As far as my
scrutiny of the three applications for the three teff varieties goes on, I have not seen any mention
to the EARO as a joint owner of the teff varieties developed except that EARO is mentioned as a
participant in the foundation to hold the plant variety rights. This foundation is established with
the unilateral action of the company whose objective is not as such clear. Therefore, mentioning
EARO as one participant in the foundation is not the right thing to do to ensure joint ownership

of the varieties developed as it is not made as per the spirit of the agreement.

This being what we can discern from these documents, Dr.Gemedo told us that in the email

communication the Institute had with the officials of the company, they have made it clear that

1 Thid
32 Tphid

140

www.chilot.me



the teff varieties have been registered in the name of the Financial Resource Support for Teff -
FiRST for short, which even is not made as per the agreement.®*® I think all these show the fact

that the company does not have the little motivation to comply with the terms of the agreement.

The other obligation imposed on the company in relation to IPR application is the obligation to
recognize Ethiopia as origin of the teff GR; even irrespective the source from which the
company has acquired the GR. In this regard, the company has disclosed Ethiopia as the origin of
the teff varieties in all the three applications. In particular, it has mentioned the vicinity of
Mekelle as origin of the TESFAYA and ADINA teff varieties and Addis Ababa as origin of the
AYANA teff variety.”** Interestingly enough, in the applications, the company has mentioned
EARO as a provider of the varieties which are used as an input for the development of the three
varieties on which a request has been submitted for protection.® In fact, as per the Teff ABS

Agreement, the provider of the teff GR is the Institute; not EARO.

But then, the part of the application which deals with the geographical origin of the varieties, it
has been stated that the varieties for the applications for protection has been selected from a
landrace in the North East of the Netherlands in an experiment field trial of research and
breeding to select for lines, of the original short day and at high altitudes grown teff, adapted to
long day growing conditions of North Western Europe; which is considered as the geographic
origin of the varieties.”® This is an attempt made to make a distinction between origin of the

varieties themselves and origin of the varieties used as an input for their development.

In any case, this fact of mentioning Ethiopia as origin of the three teff varieties developed by the
company coupled with mentioning EARO as a provider will help the country to request the
benefit it deserved to get pursuant to the agreement and it is also important to enforce any claim
the country has against the company. From all these, one can discern that there are some acts
made by the company which are contrary to the Teff ABS Agreement in the process of securing

a plant variety right for the three denominated varieties.

%3 Dalle, Supra Note 536

63 European Union Community Plant Variety Office, Application for Community Plant Variety Right to the
Community Plant Variety Office on ADINA Teff Variety, CPVO File No. 2004/2699,(2004) (on file with the
author)

% Ibid

%% Ibid
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Besides these, the company did not attempt to negotiate an agreement with the Institute when it
sought a plant variety protection for the abovementioned three varieties developed as requested
by the ABS Proclamation. Surprisingly, the company let alone negotiating with the Institute, it
has not made a response to all the official requests of the Institute on problems in relation to the

implementation of the agreement.**’

Be that as it may, it is quite important to give the full picture to readers in order to help them pass
a judgment on the supportiveness of relevant EU IP laws for the enforcement of the obligations
imposed on the company. To this effect, let us see the relevant provisions of the EC Regulation

on Community Plant Variety Rights.

Article 6 of the EC Regulation No.2100/94 on Community Plant Variety Rights states that
community plant variety rights shall be granted for varieties that are distinct;**® uniform;®*

4 new and the variety must be designated by a denomination.®*' Moreover, Article 50 of

stable
the Regulation seems to foresee a disclosure requirement which requires the applicant for a
Community Plant Variety Rights to state the geographical origin of the variety. However, this
disclosure is limited to the variety and does not cover the parent material from which the new
variety was developed. Therefore one can say that DR in the sense discussed so far in the thesis
is mentioned nowhere as a user country measure in order to ensure compliance with ABS
requirements. Of course, without their being a law which requires the company to do so, in the

application documents, Mekelle and Addis Ababa are mentioned as origin of the parent material

%7 Dalle, Supra Note 536

638 A variety shall be deemed to be distinct if it is clearly distinguishable by reference to the expression of the
characteristics that results from a particular genotype combination of genotypes, from any other variety whose
existence is a matter of common knowledge on the date of application. A variety shall in particular be deemed to a
matter of common knowledge if on the date of application, it was the object of a plant variety right or entered in to
an official register of plant varieties, in the community or any state or in any intergovernmental organization with
relevant competence; and an application for the granting of a plant variety in its respect or for its entering in such an
official register was filed.

639 A variety shall be deemed to uniform if, subject to the variation that may be expected from the particular features
of its propagation, it is sufficiently uniform in the expression of those characteristics which are included in the
examination for distinctness, as well as any other used for the variety description. See Article 7 of the EC Council
Regulation No 2100/94 on Community Plant Variety Rights, EC Regulation hereinafter

40 A variety is considered stable if the expressions of the characteristics which are included in the examination for
distinctness as well as any others used for the variety description remain unchanged after repeated propagation or in
the case of a particular cycle of propagation, at the end of each cycle. See Article 8 of the EC Regulation

1 A variety is new if, at the date of application, variety constituents or harvested material of the variety have not
been sold or otherwise disposed of to others, by or with the consent of the breeder for purposes of exploitation of the
variety: earlier than one year before the date of application within the territory of the community; or earlier than four
years outside the territory of the community. See Article 9 of the EC Regulation
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from which the three teff varieties were developed. As mention has already been made, this by
itself is important for any possible measure the country would take in relation to the plant variety

rights granted contrary to the ABS agreement.

Though hard to pass a judgment in this regard, one can at least say that had DR been included in
the Regulation on Community Plant Variety Rights, it would have contributed in preventing the
use of GRs without PIC and benefit sharing arrangement for the enforcement of IPR related
obligations imposed on the company. This is in particular true when seen alongside with the fact
that the applications for these rights were made before the conclusion of the ABS agreement.
Admittedly, however, it is difficult to attribute all the problems encountered in the

implementation of the agreement to the absence of DRs in the regulation mentioned above.

The other IPR granted by the European Patent Office to the company is a patent on the

processing of teff flour in 2007.%*

The invention relates to the flour of teff and products
comprising this flour. It in particular relates to flour of teff which can well be processed in to
inter alia gluten free food products and to methods for preparing these food products.643 By the
way, it has already been known for many years that gluten in the food coming from flour of
wheat, barley, oat and spelt, which covers the large portion of the typical western diet, is not
suitable for a large number of people who are patients of gluten intolerance or celiac disease.***
And there is no medicine for gluten intolerance; the only way for celiac disease patients being to

prevent or treat symptoms by following strict gluten free diet.**’

Teff crop which has been cultivated for human consumption mainly in Ethiopia and Eritrea for
more than 5,000 years, is considered as one of the sources for a naturally gluten free products.®*®

Teff flour is traditionally used for preparing injera, a spongelike, gray pan cake with somewhat

%2 European Patent Office, a Patent on the Processing of Teff Flour, European Patent Specification,
EP 1646287B1, 2004, available at: Http://www.freepatentonline.com/EP1646287.html; accessed on 16 November
2010

“ Ibid

44 Celiac disease is caused by hypersensitivity to gluten. When a celiac disease patient eats or drinks something
which has been prepared from or with one or more gluten containing types of grain or has been in contact therewith,
the mucous membrane of the small intestine will be affected. A healthy small intestine has a large number of
intestinal villi on the inside which together form an enormous surface for food intake. The intestinal villi of celiac
disease patients cannot tolerate gluten. As a result of an immune response initiated by gluten, the intestinal villi are
affected.

* Ibid

% Ibid
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sourish taste as mentioned in the description part of the invention.®*’ It is usually made from a
flour mixture consisting of equal parts of teff flour and wheat flour diluted with water and
yealst.648 Then after, the diluted flour mixture is usually fermented for three to four days before it
is baked. In any case, though teff is believed to offer an attractive source of gluten free flour, it
has been found that the preparation of a food product with traditional teff flour, for instance, teff
flour which is mixed with wheat flour for preparing injera, often causes problems.**’ As a result
of such traditional way of processing teff flour, one of the problems identified by the company is

the instability of baked products and an unattractive taste and/ or structure of products.

The essence of the invention is, therefore, to provide the insight that the abovementioned
problems do not occur if teff flour with a particular falling number is used. To this effect, the
invention provides for teff flour characterized in that the flour comprises grain whose falling
number at the moment of grinding is at least 250, preferably at least 300, more preferably at least
340, most preferably at least 380.9° A great advantage of flour with such a falling number
resides in the fact that it can, virtually without any problem, be processed in to a stable, gluten
free product with an attractive taste and structure. In this connection, the invention demonstrates
that the traditional teff flour which is obtained by grinding the grain after harvest causes a
problem with the processing thereof and it has low falling number to be processed in to an

attractive product.®’!

Moreover, it is generally known that grain goes through an after ripening process after
harvesting, in which the falling number increases preferably, a flour according to the invention is

obtained by storing the harvested grain in kernel and/or having it after ripen for some time and

7 Seifu K., Studies on Lodging, Floral Biology and Breeding Techniques in Teff, PhD Thesis, University of
London, UK,(1983), P.67

*** Ibid

%49 Supra Note 636

650 Technically speaking, the falling number of a grain is usually determined according to the Hagberg method. This
method gives a measure for the activity of the enzyme alpha amaylase. This enzyme degrades starch to sugar. The
falling number obtained relates to the amount of undigested sugars in the starch. The higher the falling number then,
the lower the alpha amylase activity in the grain and the fewer digested sugars are present in the grain. In the Hyber
analysis method, usually, exactly, 7 grams of starch with a moisture content of 14% are brought in to a tube with 25
ml of water. After vigorous shaking, an agitator is brought in to the tube and the whole is placed in a boiling water
bath. After this, the agitator is moved up and down 55 times, then to be released in the highest position. Due to its
own weight, the agitator falls down through the firmed mixture and the duration thereof, measured with the aid of a
2g:lcond counter, determines the falling number. see Supra Note 190

> Ibid
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only grinding the grain after the falling number has reached a value of at least 250.°°% As a
solution, the invention provides flour of teff grain with the grain having been ground at least 4,
preferably at least 5 and more preferably at least 8 weeks after harvesting. Such a period is
sufficient to obtain grain which has after ripened sufficiently and has a falling number which

meets the abovementioned conditions.®>*

Of course, for making a gluten free product adequate precaution needs to be taken in the process
of harvesting, drying, transport, storage, grinding, mixing and packaging in order to prevent any

mixture of teff grain with non gluten free grain and/ flour.>*

To this effect, it is preferable to use
equipments and materials which do not come in to contact with gluten containing crops.
Furthermore, in order to be able to store®” grain so as to be free from decay, the grain preferably
has a moisture content of at most 12 %. It is therefore advisable to dry the teff for a few days

656
before storage. >

The invention further provides the insight that traditional teff flour does not only have a low or
too high falling numbers to be processed in to a good baking product, but that, in addition, is not
ground fine enough.®®” The truth being the finer the flour, the better the flour can be baked. Flour
according to the invention is preferably ground so fine that an essential part of the flour can pass
through a sieve with a pore size of at most 100 microns, preferably at most 120 microns, more
preferably at most 100 microns.®® Therefore, the grinding of teff grain to flour according to the
invention can be carried out according to the standard procedure for the preparation of flour to

get fine flour suitable for processing in to a baking product.®”

652 United States Patent Application Publication, Publication No. US 2006/0286240A1, 2006, available at:
Http://www.freepatentonline.com/y2006/0286240.html; accessed on 10 November 2010

%% Ibid

** Ibid

655 The teff grain is preferably stored in a closed storage room free from vermin. During after ripening of teff grain
in cold areas, the falling number goes from an average of 230 immediately after harvesting to 260 after four to five
weeks to 330 two to three months after harvesting. See Ibid

%% Ibid

7 Ibid

6% So that minimally 70 % of the teff flour according to the invention passes a sieve with a pore size of 100 microns.
Such fine flour has been found to be particularly suitable for processing in to a baking product. without wishing to
be bound by theory, it is conceivable that the good baking qualities of such finely ground teff flour are related to the
fact that due to the fine grinding, a relatively large surface is available for the absorption of water or a different
liquid used for the preparation of a dough. See Ibid

% Ibid
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This being so, as regards to the embodiment of the invention, it is preferable if at least two
batches of different lots of teff with different falling number are mixed and ground to obtain a
flour with falling number in an optimal range, for example with a falling number of at least 380-
390 for preparing a backed product in accordance with the market standard.®® Furthermore, flour
according to the invention may consist of a mixture of teff flour with flour of a different gluten

free crop or grain, such as potato, rice, corn, arrowroot, buckwheat, or quinoal.661

What is more, the invention also provides a method for baking a product comprising the steps of
preparing a dough®? or battery®® by mixing flour according to the invention with a liquid;
kneading this dough in a desired shape and heating this dough for some time.®** And based on
the invention described above, the patent has 29 claims granted to the proprietor. The prime aim
of this author being evaluating whether this patent granted to the company is in line with the teff
ABS agreement; it is difficult to give a blind eye and a deaf ear to the issues that can be raised in

relation to patentability requirements.

As can be extrapolated from Articles 52 to 57 and 83 of the EPC (European Patent Convention),
the basic requirements for patentability are: there must be an invention; the invention must be
susceptible of industrial application; the invention must be new; the invention must involve an
inventive step and the invention must be disclosed. To be more specific, an invention is
considered new if it does not from part of the prior art and Article 54(2) of the EPC goes on to
define "state of the art" as everything made available to the public, whether written, oral, in use,

or any other way before the date of filing of the European patent application.

Under the EPC, European patents shall be granted for inventions which, inter alia, involve an
inventive step and the central provision- Article 56 of the EPC-provides that an invention having

regard to the state of the art must not be obvious to a person skilled in the art. In order to assess

660 The grain is preferably mixed such that it comprises different after ripening stages, while, with material which
has after ripened for a long time, some addition of material which has after ripened for a short time results in a better
baking quality. Flour according to the invention can be obtained by grinding a mixture of grains with different
falling numbers.

%! The mixture can be obtained by grinding a grain mixture or by mixing flours of different, already ground grains
or crops.

%2 It is a kneaded mixture of flour and a liquid, such as water, milk, beer or olive oil, optionally other ingredient
such as eggs and salt.

563 It is a mixture of flour and liquid.

664 Supra Note 642
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and decide whether an invention involves an inventive step, the problem solution approach has
been predominantly applied. This approach consists in: identifying the closest prior art;
determining the objective technical problem (determining in view of the closest prior art, the
technical problem which the claimed invention addresses and successfully solves); and
examining whether or not the claimed solution to the objective technical problem is obvious for

the skilled person in view of the state of the art in general.

In addition to this, an invention is considered as susceptible of industrial application if it can be
made or used in any kind of industry, including agriculture. The last but not the least basic
requirement of patentability is disclosure. Article 83 of the EPC relates to the disclosure of the
invention which prescribes that a European patent application must disclose the invention in a
manner sufficiently clear and complete for it to be carried out by a person skilled in the art. In
order to meet the requirement of this article, a European patent applicant must therefore contain
sufficient information to allow a person skilled in the art, using his common general knowledge,
to perceive the technical teaching inherent in the claimed invention and to put it in to effect

accordingly.

In other words, the disclosure of the invention must be reducible without undue burden. That
means, the invention as claimed should be disclosed in such a way that the technical problem or
problems with which it deals can be appreciated and the solution can be understood. And the
applicant has to mention any background art of which the applicant is aware and which can be

regarded as useful for understanding the invention and its relationship with the prior art.*®

As I have made it clear at the very outset, it is not the agenda of the thesis to exhaustively
evaluate the fulfillment or the non fulfillment of the above-mentioned patentability requirements
in the patent granted to the company under consideration. Even then, let us illustrate the
requirements of novelty and disclosure in line with the patent granted on the processing of teff

flour and the products thereto in order to spark a light for further research in the area.

Is the requirement of novelty fulfilled in the patent under consideration? In the application, the

company claimed high falling number (better flour quality) grain stored for longer time than

%5 Abeba Tadesse, In Favour of the CBD: Patent or Breeder's Right? Network Seminar of IPR Researchers, Finland,
2010

147

www.chilot.me



recently harvested as a new invention. This, in my opinion, is not a new idea for this is an idea
our mothers well know and mention the qualities of such grain for making injera and the
traditional teff consumers accordingly prefer the teff grain stored for long time and they pay a
higher price for it. It is a common knowledge for us that Teff grain is mostly consumed after
being stored for several months and only a rare case that it could be used immediately after
harvest. For every good reason, I believe that this traditional knowledge which has already been
gained by Ethiopian communities due to their long experience with the crop was totally ignored
in the patent application. Surprisingly enough, the company wrongly stated the fact that
consuming teff immediately after harvest was usual among Ethiopian traditional communities. In

so doing, isn't the company claiming over TK of the Ethiopian community?

As incidental it may be, the company in its patent application has misinformed the other world in
stating that injera is usually made from a flour mixture of equal parts of teff and wheat flour. Is
that the case? As far as I know, the common and best quality injera known to most Ethiopian
communities is the one made from pure teff flour and wheat in particular is mixed with teff very
rarely. Of course, mixing teff flour with the flour of sorghum, millet, maize, barley and recently

rice is fairly common.

This being as it may, in the email exchange I had with Demissew Sertse- a researcher in the area,
informed me that results of recent experiment determination of falling numbers of 19 Ethiopian
teff varieties indicated that the falling number records claimed by the company are attributable to
the inherent genetic quality of the genetic resource. Consequently, falling numbers for flour
passed through 132 micron sieve ranged from 223 for a variety names D2-01-99 to remarkably
above 400 for four varieties. This fact speaks for itself that the above claimed falling numbers
most likely are attributable to the inherent genetic quality of the resource; not the creative

intervention of the employees of the company.

If one subscribes to this technical explanation, he/she ends up by concluding that the company
has claimed and secured an IP right over the teff GR of Ethiopia which is in fact prohibited from
doing so in the teff ABS agreement as GR belongs to the state and local communities who have
preserved and maneuvered the crop for millennia. Therefore, the company appears to be

illegitimately claimed the genetic qualities of the crop or any quality products attributable to the
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inherent potential of the crop and the TK of the Ethiopian communities; which in fact goes

beyond the non fulfillment of the conventional novelty requirement.

Apart from these, when disclosure requirement is illustrated with the patent on the processing of
teff flour, in the application mention has been made to the fact that the Ethiopian way of
processing teff grain immediately after harvest, the absence of a time gap to gain appropriate
level of dryness and the unattractiveness of the baked products as a result of these as a technical
problem. As a technical solution to this problem, the invention identified the appropriate level of
dryness of the grain before processing the products and methods of the invention make it
possible to provide food products with an eating value acceptable in the western world which can

be used as functional food.

In this regard, the question needs to be asked is: is teff grain processed immediately after harvest
in the traditional way of processing teff flour? Absolutely not; as mention has already been
made, usually teff grain is not processed immediately after harvest and it can be stored for longer
periods of time. And as regards to better level of dryness, the traditional method may have the
same result as the invention. Is it not therefore a wrong disclosure of technical problem of the

prior art in the application?

Coming to the heart of the matter, there are some of the terms of the agreement which are
violated by the company in the process of securing a patent right on the processing of teff flour.
To begin with, according to the agreement, the company is supposed to acknowledge Ethiopia as
the origin of the crop in all its publications and applications for IPRs. Instead, it mentioned other

nations as teff growers which seems an attempt to distance teff from Ethiopia.

Apart from this, the company should have submitted its proposal to the Institute to avoid
confusion between its finding and the TK of the Ethiopian communities. Rather, it tried to make
a deliberate confusion by discrediting the most commonly known TK and the experiences of the
Ethiopian communities in its application; and it has got IP right on this already existing
knowledge. What is more, in the part of the application which exemplifies composition after
ripening and baking behavior of flour mixtures, it has listed 21 teff varieties though according to
the agreement, it was allowed to access 20 varieties. So, where did the company bring the extra

one variety?
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As a final remark, one can say that disclosure requirements enshrined in IP laws which oblige
applicants to provide information on the origin/source, evidence of PIC and benefit sharing are
important to ensure compliance with ABS requirements. This is in fact true when IP laws are
designed to be supportive for the enforcement of obligations imposed on users in ABS
agreements for the realization of ABS objectives. When the EU IP laws are seen in line with this,
one would get Directive 98/44/EC on Biotechnological Inventions. Under this legislation,

disclosure by the patent applicant is encouraged, but it is not mandatory.

In particular, the preamble states that: " whereas if an invention is based on biological materials
of plant or animal origin or if it uses such material, the patent application should, where
appropriate, include information on the geographical origin of such material, if known, whereas
this is without prejudice to the processing of patent application or the validity of rights arising

"% From this, one can discern that the requirement is purely voluntary.

from granted patents.
Other than the inclusion of this voluntary disclosure of origin requirement in this directive,
neither the European Patent Convention nor the Plant Variety Protection has adopted disclosure
requirement. And this lack of integrating disclosure requirement in these IP laws, I think, has
contributed its own for the breach of IPR related terms in the Teff ABS Agreement by the
company. The European community is a member of the CBD and it is bound by the mandatory
ABS requirements and it is expected to take measures for the enforcement of these requirements.

But, as can be witnessed from what happened in the Teff ABS Agreement, the EC did nothing in
this regard.

Most important of all, the action the Ethiopian government will take with regard to the IP rights
granted to the company in violation of the ABS agreement remains to be seen. Requesting
revocation of the rights granted to the company using the EPC itself or the laws of the member

states can be contemplated as one measure.

6% See Recital 27 of the EC Directive
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4.5. Implementation Challenges Beyond Access: Final Remarks and Lessons to be

Learned

From the analysis made in the preceding sub sections of this chapter, one can draw some
conclusions and pin down lessons to be learnt for future action to be taken in concluding ABS
agreements. To begin with, the relationship between ABS and IPRs is evident in the Teff and
Vernonia ABS agreements. This is because the Health and Food International Company has used
the IP system to get the proprietary protection for the inventions made based on Teff GR. In
addition to this, Vernique has applied a patent on an invention which relates to the use of
epixodized compounds such as oils, esters and waxes which are made based on the vernolic
acid.®” The application is pending at the European Patent Office and in Japan.®®® However, the
IP system in the EU did not support the Teff ABS Agreement in particular and the ABS
Proclamation and the CBD in general. Hence, there is a strong cause to exert every effort at

national and international level to create positive synergies between the ABS and IPR systems.

Additionally, Ethiopia's experience has proved that it is difficult to ensure compliance with ABS
agreements once the GR accessed crossed border. True, no country may legitimately control any
person's actions under the jurisdiction of another country. Due to its trans- national nature, at
least two countries are involved in every ABS transaction: a source country from which the GRs
are obtained and a user country which has a jurisdiction over the user.’” As a corollary of this,

670 bne of which could

the ABS objective is made nearly impossible by the lack of user measures;
be DRs. Until user country measures are adopted, ensuring the fulfillment of ABS conditions

cannot ultimately be effective.

Hence, an international regime which requires states to take user country measures in general

and DRs in particular is exceedingly important in order to enable the source country to assert its

%7 Dross, M. and F. Wolff, New Elements of the International Regime on Access and Benefit Sharing of Genetic
gsesources — the Role of Certificates of Origin, (2005), P.56.

Ibid
59 Hirsch, L., Provider and User Country Measures — Do Two Wrongs Ever Make a Right? Paper presented at the
International Expert Workshop on Access to Genetic Resources and Benefit Sharing, (2005), P.34.
°Bin Osman, M., Issues of Bioprospecting and Implementation of ABS Legislation at National and Regional
Levels, Paper presented at the International Expert Workshop on Access to Genetic Resources and Benefit Sharing,(
2005), P.56

151

www.chilot.me



sovereign rights over GRs in the place in which those rights are infringed.®’'Ethiopia's
experience shows that the unfilled gap in the current ABS regime is much more serious. If
countries remain reluctant in adopting user measures by requiring users of GRs in their
jurisdictions to comply with source country ABS requirements, provisions incorporated in ABS
agreements remain frail. This is because if such measures are lacking, users are not directly
bound by the ABS regime except when they are in direct contact with the source country.®’? This
omission creates a large loophole in ABS essentially freeing all users in jurisdiction out of the

source country from any legal obligation of ABS compliance.

In this regard, the Nagoya Protocol adopted recently at COP 10 can be considered as one positive
step since it requires member states to take appropriate and effective measures to ensure
compliance with ABS conditions by users of GRs in their jurisdictions. The problem is that it
does not specifically mention what measures could be taken and countries are at liberty to choose
a measure which they deem is appropriate and effective. The good thing is if implementation
challenges remain as a problem after the effectiveness of the protocol, it will pave the way for
developing countries to demand mandatory disclosure requirements as a compliance measure to

be adopted by member states.

From all these, there are some lessons to be learned. First, since it is practically difficult to
monitor compliance with ABS conditions, it is a wise move to require users to conduct the
research on the GR accessed in Ethiopia. Exporting GRs should be the exception and be allowed
when conducting the research in Ethiopia is impossible. Second, before rushing to conclude ABS
Agreements, it is good to pore over the background of the access applicant as compliance most

of the times is dependent upon the sympathy of the user.

Third, concluding an ABS agreement is not an end by itself for the realization of ABS objectives
and therefore to the extent possible it is extremely important to follow up the user as to its
progress in relation to the utilization of the accessed GRs. Sometimes, if information relevant to
take an action is known lately, it would be a bar for any possible measure that would have been

taken. For example, the EPC gives nine months for any interested party to object a patent

7! UNU-IAS, User Measures — Options for Developing Measures in User Countries to Implement the Access and
Benefit-Sharing Provisions of the Convention on Biological Diversity,(2003), P.145
672 11,

Ibid
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granted. There was no any objection made to the patent granted to Health and Performance
International on the processing of Teff flour in this time gap perhaps because the concerned

authorities do not have this information.

Fourth, to the extent possible every effort should be made to engage the government of the
country to which the access applicant is a citizen. In other words, an attempt should be made to
operationalize the condition stipulated by the ABS Proclamation on foreign applicants to present
a letter from the competent national authority of his national state or that of his domicile assuring

that it shall uphold and enforce the access applicant.
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Conclusions and the Way Forward

Genetic Resources provide a huge wealth of resources for the development of biotechnology as a
basis of innovation. In particular, the advances made in biotechnology by developed countries
enabled them to exploit GRs mainly accessed from the developing south to build up new
products of commercial value. More often than not, these products developed from the utilization
of GRs are protected through IPRs which in turn gave them an economic value with commercial
benefits accruing to the industries in developed countries but with no benefits shared with
developing countries which have conserved such resources for millennia. This inequity is
exacerbated by the fact that developed countries, who have misappropriated GRs as they were
freely accessible before the CBD era, required users in developing countries to purchase the

secondary products which are subjected to intellectual property protection.

As a result of this situation, voices have been expressed by developing countries on the need to
regulate access and benefit sharing at the international level; and they have succeeded in bringing
this topic to the attention of global political decision makers in 1992 when the CBD was
adopted.®” Consequently, the sharing of fair and equitable benefits arising out of the utilization
GRs is included as one objective in this convention. Following the adoption of the CBD, many
developing countries have put in place their own regulatory framework for the realization fair

and equitable benefit sharing from the utilization of GRs.

However, even after putting in place ABS regulatory framework, they have recognized the
limitation of national ABS legislations in guaranteeing minimum levels of control and the
realization of fair and equitable distribution of benefits.®’* The truth remains countries, on their
own and ABS laws as a standalone legal regime are unable to verify the destination of their GRs
once these resources leave their jurisdictions. Besides this, they are not able to verify compliance
with clauses or obligations established in ABS agreements and unable to monitor how these

resources are being used during the different stages of R & D process.®” Therefore, they cannot

3 Couchena R.M., Ruiz Muller M, Vicas D and S Winkler, Disclosure Requirements: Ensuring Mutual
Supportiveness between the WTO TRIPs and the CBD, 2005, IUCN and ICTSD

7* Ibid

57 Ibid
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guarantee that benefits generated are distributed in a fair and equitable manner. Of course, this

inability is partly the result of the physical and informational nature of GRs.

The limitations of the standalone ABS legislation coupled with the fact that products developed
from misappropriated GRs are protected by IPRs, the idea of creating synergies between ABS
and IPR legal regimes comes in to the scene. In this context, the IPR regimes- Patent and Plant
Breeders' Right in particular- are believed to offer an important measure to verify compliance
with ABS conditions. IPRs can also serve to determine and trigger the sharing of benefits and
identify advances in the R&D process. To operationalize this idea of creating positive synergies
between the two legal regimes, the incorporation of disclosure requirements in IP laws has been

proposed as a measure for such link to happen.

Since then, the incorporation of disclosure requirements in IPR applications to achieve the
synergistic relationships between ABS and IPRs have been a bone of contention in international
foras and national law making processes. At the international level, much of the debate in this

regard has been played out in the CBD and WTO.

In the CBD, disclosure of origin is encouraged by the Bonn Guidelines as a mechanism to track
compliance with ABS requirements. Apart from this, with a view to put in place an
internationally agreed mechanism in order to monitor the utilization of GRs even when they are
transferred to user countries, the World Summit on Sustainable Development held in
Johannesburg, South Africa, 2002, gave the ABS topic in general and disclosure requirements in
particular, a boost when political leaders requested the negotiation of an international regime on
ABS to safeguard the implementation of the CBD.®® Unfortunately, however, after several
rounds of protracted negotiations, COP 10 recently held in Japan has adopted a protocol without

incorporating disclosure requirements as a compliance measure.

In the WTO, discussions on the incorporation of disclosure requirements in the TRIPs agreement
have taken place and it is under way. The TRIPs agreement guarantees patent protection for
microorganisms as well as non biological and microbiological processes. As a result, it

encourages research institutions and producers in the biotechnology sector to undertake

676 Brendan T, Cunningham D and K Watanbe, The Feasibility, Practicality and Cost of Certificate of Origin for
Genetic Resources, 2004, available at: Http://www.ias.unu.edu.biparies2/abswg-03-inf-05-en-revised%202.pdf;
accessed on October 12 2010.
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bioprospecting for research and new product development.®”” However, it does not require
disclosure of origin/ source of GRs used in the invention and proof of PIC from providers of GRs
and benefit sharing arrangement thereof. Thus, CBD non conform patents are granted; and
developing countries have started raising concerns on the misappropriation of GRs through the
patent system.®”® This compelled them to make strong calls to reform the TRIPs agreement in
making mandatory disclosure requirement as part of WTO rules and align it better with ABS
objectives of the CBD.%" They argue that such a requirement would be necessary to ensure that
the TRIPs agreement did not undermine the objectives of the CBD. This in turn, raises the
discussions on the relationships between the TRIPs agreement and the CBD in the TRIPs

Council.

In any case, during the last decade, discussions on the relationship between the TRIPs agreement
and the CBD have taken place in the WTO. At the center of this discussions has been the
question of how to develop an inbuilt mechanism as part of the patent application system to
reduce/avoid further misappropriation of GRs.®*” While many WTO members recognize the
need to create synergies between the TRIPs agreement and the CBD, incorporating a requirement
to disclose the origin/source of the GRs used in an invention and evidence of PIC and benefit
sharing in patent applications in dealing with the implementation of CBD objectives is still
controversial. The main positions expressed by members on the proposal to amend the TRIPs

agreement are:

1. Japan and the US are against to any amendment to the TRIP agreement to require patent

applications to include disclosure of origin of GRs alongside with evidence of PIC and

681

benefit sharing.” This is because they believe that there is no relationship between

access and benefit sharing regimes and IPRs as each system has a purpose of its own.

"7 Ibid
678 Abbott F, Post Mortem for the Geneva Mini Ministerial: Where Does TRIPs go from Here? Information Note No
7, ITSCD, available at: Http://www.itscd.org/i/publications/16949/; accessed on 24 October 2010
679 Cabrera Medaglia, the Relationship between the International Regime, the World Trade Organization, the World
Intellectual Property Organization and the Convention for the Protection of New Varieties of Plants, Document
g{)epared for the CBD Secretariat,2009, available at: Http://www.biodiv.org; accessed on 14 September 2010

Ibid
! Tbid
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2. Almost all developing countries, Norway and the EU have supported the proposed
disclosure requirement.’®* But Norway and the EU differ with the others in that Norway
does not agree in sanctioning patent applicants who fail to meet disclosure requirements

within the patent system, for example by revoking the paltent.683

The EU, on its part, is in
favour of negotiating this proposal outside the WTO and preferably in the WIPO.%** At
any rate, they all believe that there is a certain level of overlap in the subject matter of
both agreements since the material subject to access under the CBD and the material used
in a particular invention subject to a potential patent are GRs. Therefore, there is a need
to take an international measure so as to avoid cases where the GRs being used in

inventions without respecting national access laws.

Given that the TRIPs agreement is broadly recognized as the most important international
instrument on intellectual property which establishes a set of minimum principles which all
WTO members are required to implement and having a relatively effective enforcement
mechanism, it is logical to think that modifying the instrument in order to include the disclosure
requirements will facilitate coherence with the CBD and will have a significant role in ensuring

compliance with ABS requirements.

In any case, the issue of disclosure requirements has been raised in the different TRIPs Council
Meetings since 2001- the time when it has got the mandate by the Doha Declaration- which
launched the current round of trade negotiations. The declaration adopted in 2005 at the
Ministerial Summit in Hong Kong provides that note be taken of the work carried out by the
TRIPs Council in accordance with the Doha Declaration and agreed that work will continue
based on paragraph 39 of the declaration.®® After this, at the mini-ministerial conference held in

2008, not much changed. The issue was also raised at the several TRIPs Council Meetings in

%82 Brendan T, Burton G, and J.C. Fernandez Ugalde, certificates of Clarity and Confusion? the Search for a
Practical, Feasible and Cost Effective System for Ensuring Compliance with PIC and MAT, 2008, UNI-AIS,
available at: Http://www.ias.unu.edu/sub_page.aspx?catID=7&ddID=682

%% Ibid

% Ibid

%5 Young T, An Analysis of Claims of Unauthorized Access and Misappropriation of Genetic Resources and
Associated Traditional Knowledge,2006, UNEP/CBD/WG-ABS/4/INF/6,SCBD.
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2009 and 2010 with similar results.®®® In essence, countries reiterated known positions on the

issue of disclosure requirements and the future of the issue remains to be seen.

Although discussions on the introduction of disclosure requirements in the different international
foras with a view to create positive synergies between ABS and IPR systems have never
achieved consensus, many countries have attempted to incorporate disclosure requirements in
the areas of patent and plant breeders' rights laws to ensure that the rules regarding ABS are
effective. In this regard, the reader is advised to refer to chapter three of the thesis since the laws
of some countries in this regard are pointed out in an attempt to look the issue in a comparative

perspective.

Since the prime aim of this thesis is to discuss the synergetic relationships between the legal
regimes governing ABS and IPRs (the Proclamation on Inventions and PBRs Proclamation in
particular), a modest attempt is made to evaluate this relationships in the third chapter.
Summarily speaking, Ethiopia has put in place ABS regulatory regime on ABS following the
basic principles of the CBD and it has also enacted IPR laws in order to encourage innovation by
rewarding inventors. As it has been stated time and again, if IPRs are designed with a view to
have positive synergies with ABS laws, they could play an important role towards the

achievement of ABS objectives.

The synergy between ABS and IPRs could be viewed from different angles with the aim of using
IPR laws as a tool for the achievement of ABS objectives. As can be inferred from the body part
of the thesis, the author has made a modest attempt to show the relationship between the ABS
Proclamation on one side and the Proclamation on Inventions and PBRs Proclamation on the
other. In fact, an effort is also exerted to extrapolate how the Teff and Vernonia ABS agreements
have tried to create a link with the IP system to get its support for the enforcement of some of the

obligations enshrined within them.

To begin with, when seen from this perspective, the ABS Proclamation has made IPR claims on
accessed GRs conditional upon the negotiation of a new agreement with the Institute. Actually,
the law could have made it more clear by prohibiting IPRs such as patents on the accessed GRs.

Making negotiation of a new agreement a condition for acquisition of IPRs on the accessed GRs

%% Thid
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raises some questions: does it mean that there is a possibility to allow patent on GRs? If not,

what is the rationale for putting such a condition?

In my opinion, such vagueness should not take us to the conclusion that the law has envisaged
the possibility of allowing patent on life forms. This is precisely because the law has relied and
modeled on the African Model Law, which has unequivocally banned patents on life forms and
processes. Though it is worth pondering why the law maker has preferred to use such a
prescription, in the discussions held on the draft version of the proclamation, the consensus as
between the participants was to make all life forms and processes non patentable. Even then, I
never dare to say that the proclamation does not have a problem in providing the rules on what

should and should not be done with the accessed GRs.

Besides this, the ABS Proclamation expressly demands the access permit holder to disclose the
locality where the GR is accessed as origin. Such a disclosure requirement of origin aims at
identifying the geographical origin of the resource. Since the disclosure requirement does not
extend to the other elements of disclosure requirement- providing proof of PIC of the providers
and benefit sharing arrangement- it is not helpful in verifying compliance with ABS

requirements.

Undoubtedly, incorporating disclosure of origin in the ABS Proclamation is one step forward in
creating linkages between ABS and IPRs. Nonetheless, the proclamation has some deficiencies
which in turn will be stumbling blocks for the full realization of the objectives desired to be
achieved by enshrining disclosure requirements. Firstly, as indicated above, the disclosure of
origin requirements in the proclamation does not contain the other two elements of disclosure
requirements. Secondly, the ABS Proclamation requires recognition the locality where the GRs
were accessed. The truth is that it is not always possible to identify a certain locality as origin of
a particular GR. That is why, both the Teff and Vernonia ABS Agreements required the
respective companies to disclose Ethiopia as a country of origin in the former and as a country of
source in the latter. Thirdly, the ABS Proclamation does not tell us what the consequence of non
compliance should be. For instance, does it entail the revocation of the patent granted? If it is
before the grant of the right, is it a condition of patentability or for the grant of plant breeder

right?
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This being so, implementation of disclosure of origin requirements as stipulated in the ABS
Proclamation is almost impossible without integrating it with the rules of the relevant IPR laws-
the Proclamation on Inventions and PBRs Proclamation. Here comes the importance of positive
synergies between ABS and IPRs legal regimes. At this juncture, it should be noted that the
whole thinking of ABS has been built on the supposition that GRs would be accessed and
commercialized where IPRs could play an important role towards its achievement. Does it hold

true for the Patent and Plant Breeders' Right Legal Regimes?

The Proclamation on Inventions is not supportive to the objectives of the ABS Proclamation.
This is because the law as it stands now, patent may be granted for an invention made based on
GRs even when the access to such GR is in violation of the ABS Proclamation and the
Regulation thereon. Simply put, disclosure requirements as an important measure to ensure
compliance with ABS conditions are not incorporated in the Proclamation on Inventions. Not
only this, the Proclamation on Inventions may be sued as an instrument for the misappropriation
of GRs as it does not exclude all life forms and processes from patentability. The proclamation
excludes only plant and animal varieties and essentially biological processes for the production
of plants and animals from patentability. That means, plants other that plant varieties (the term
plant is broader that plant varieties), microorganisms and microbiological processes could be
patentable so long as they qualify as 'invention' and fulfill the requirements of patentability
pursuant to the proclamation. Truly speaking, it is the most puzzling aspect of the law as it seems
to provide more extensive patent protection on life forms than the TRIPs agreement requires.
And it does not live up to the expectations of the African Model Law which clearly excludes all

life forms and processes from patentability.

Coming to the PBRs Proclamation, interestingly enough, it has made lawful access of GRs used
as an input in the process of developing a variety as a condition for the grant of the rights of
plant breeders. That is to mean, proof of the fact that GRs were accessed after the fulfillment of
ABS conditions-PIC and benefit sharing- as required by the ABS proclamation is a precondition
for the grant of the right. For me, this is a glimpse of hope for the development of the
jurisprudence in creating positive synergies between ABS and IPR Legal Regimes in Ethiopia.

However, from a technical point of view, the law is not sufficiently clear on the following points:

160

www.chilot.me



1. On the kinds of information or documentation that should be submitted; for example, is
mere declaration of information sufficient to comply with the requirement or should the
application be accompanied by a declaration from the applicant or some form of
documented evidence to prove compliance with ABS laws, such as copy of the ABS
agreement, the access permit and/or another authorizing document.

2. How should the relationship between the GR and the actual plant variety be determined?
For example, do they form part of the material for which the right is requested; have they
been used in the process of developing the variety; have they been used to facilitate the
development of the material to be protected; do they constitute the necessary antecedent
for that material?

3. What should be the consequence for non compliance? Should these involve the
suspension of application processing; revocation or annulment of rights when the

submitted information is insufficient or false?

But then, it is worth reiterating that the PBRs Proclamation is supportive to the ABS objectives
of the ABS Proclamation as it can be used as a checking point in order to ensure that the GR
used as a raw material for the development of a variety is accessed after fulfilling the conditions

stipulated in the ABS Proclamation with all its deficiencies.

These being so, the Teff and Vernonia ABS Agreements concluded so far have included terms
on IPRs. Most of these terms are stated in a manner to impose an obligation on user companies.
And admittedly, the effective enforcement of these IPR related obligations imposed on users is

dependent up on the supportiveness of IP laws in the jurisdiction where the rights are claimed.

In any case, both ABS agreements have made it clear that IPRs may not be claimed on the GRs
(teff and vernonia) or any components thereof. Nonetheless, [IPRs can be claimed over teff
varieties in the case of the Teff ABS Agreement and on inventions made based on the vernonia
GRs in case of the Vernonia ABS Agreement. Compared with the ABS Proclamation, the terms
in these agreements are pretty clear in providing what should be or should not be subjected to

IPR protection.

Apart from this, in both agreements, disclosure of origin (in the Teff ABS Agreement) and

source (in the Vernonia ABS Agreement) in all publications and applications for IPRs is one of
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the obligations imposed on the user companies. Unlike the ABS Proclamation which requires
disclosure of a specific locality, both agreements require acknowledgement or recognition of

Ethiopia as origin.

What is more, in the Teff ABS Agreement, joint ownership of teff varieties to be developed by
the company is enshrined as one mode of benefit sharing which allows the country to share in the
benefits that arise out of the use of teff GR. This is not the case in the Vernonia ABS Agreement
as the company has retained IP rights over products to be developed based on Vernonia. Even
though not explicitly stated, the reference to IPRs can be implied from the terms of the
agreements which deal with applicable laws to govern the agreements and settle disputes that

would arise between the parties.

Despite the existence of these terms, the company did not recognize Ethiopia as a country of
origin of teff GR in the patent application on the processing of teff flour. In the applications for
community plant varieties, however, Ethiopia is disclosed as the country of origin of teff GR.
Though arguable, the patent claimed by the company on the processing of teff flour is believed
to be a patent claimed on the TK of Ethiopian communities as the invention is not new. In
addition to these, the company has made the application for the three teff varieties in the name of
a foundation which is the owner of the rights though it is nowhere mentioned in the agreement.
The simplest and the appropriate way to effect this term of the agreement could be listing the
company and EARO as co owners of the varieties. Therefore, it is an act made in clear
contravention of the agreement which establishes joint ownership between the company and

EARO in the varieties to be developed by the former.

Surprisingly enough, as expounded in chapter four of the thesis, the company made the
application for patent on the processing of teff flour and plant variety rights on the three varieties
developed are made before the conclusion of the ABS agreement. So, the company has sought
these claims without lawfully accessing the teff GRs which is used as an input for the
development of the invention and the varieties; and without having any benefit sharing
arrangement. Of course, it is difficult to appreciate the relationships between ABS and IPRs in
this regard as the EPC does not conditioned the patentability of inventions made based on GRs
on compliance with ABS conditions as required in the ABS laws of the provider country. The

point I am trying to make is that had disclosure requirements been included in the EPC and the
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EC Plant Variety Regulation, we could have witnessed IP laws playing a role in ensuring
compliance with ABS conditions. Even then, technically speaking, it is difficult to argue that the
patent and plant variety rights granted to the company should not be seen under the preview of

the ABS agreement as the rights are granted after the conclusion of the contract.

At any rate, from the breaches of IPR related terms of the Teff ABS Agreement made by the
company in the process of securing these rights, we can depict that compliance with ABS
agreements in general still remains as a challenge if there is no an international agreement which
require users to incorporate disclosure requirements in their IP laws to this effect. Once GRs
leave a territory that is it; especially as those providing the resources are weakest members and
poor, it is very expensive to hire lawyers and ensuring compliance with ABS agreements is
almost impossible. In short, monitoring and tracking compliance with ABS agreements is a

costly process that would severely stretch the financial resources of a country.

Form this case, the other interesting point to emerge is that some of the terms in the ABS
agreements and the ABS Proclamation in general may not be implemented by users without
putting in place disclosure requirement in IPR laws. Emphatically speaking, making sure that the
user has complied with any relevant access related requirements and that he has fairly and
equitably shared the benefits with the source and other complementary terms in ABS agreements
may not be complied by users if the IP system is not supportive in this regard. I consider this
case as a good example which underpins the belief that an answer to such non compliance needs
to be found in the IP system. And without this, the IPR related terms and other ABS terms in

ABS agreements for that matter remain feeble.

The analysis made on the relationship between ABS and IPR laws under the Ethiopian Legal
System in the body part of the paper and the findings pin down above will lead us to advance the

following recommendations: .

& Though as a matter of approach disclosure requirements could be included either in the
ABS or IPR laws; it is recommendable to enshrine these requirements in IPR laws. This is
precisely because the implementation of disclosure requirements in IPR laws is more
systematic and provides legal certainty on the nature of the requirement and on the

consequences of non compliance with the requirement. And it is easier for IP offices to
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execute the requirements if they are included in IPR laws. Should disclosure requirements
included in the ABS Proclamation be maintained, they need to be reconsidered with a view
to include the two elements of disclosure requirements-evidence of PIC and benefit sharing
arrangement- so much so that the requirements would be effectual in ensuring compliance
with ABS conditions. Besides this, since disclosing a certain locality as origin of a GR is
not always possible, the law needs to be revisited to clarify the situations which justify

disclosure of locality and disclosure of country as origin.

Regarding the Proclamation on Inventions, there is a strong cause to incorporate
appropriate provisions for disclosure requirements as a condition for the grant of a patent to
make it supportive to the ABS objectives of the ABS Proclamation. This is true as
incorporating such a requirement is basic to make sure that the applicant for patent on
inventions made based on GRs have complied with ABS requirements. Moreover, the
liberality of the law in making microorganisms, microbiological processes, and plants other
than plant varieties needs to be critically reexamined. Seen from the perspective of ABS,
such a law is believed to facilitate misappropriation of GRs which are not accessed in
compliance with ABS legislations and therefore, this reason coupled with the other reasons
forwarded against patentability of life forms as expounded in the thesis, will lead us to
recommend for the revision of the law in this regard for every good reasons. Of course,
revising the law to the extent of making all life forms and processes non patentable raises
concerns of its incompatibility with the TRIPs Agreement as the country is in the process
of accession to the WTO. It is an appropriate concern; even then, it is possible to do so

using the room given by TRIPs for countries to follow their own course on the matter.

As one noticeable step in creating positive synergies between ABS and IPR Legal
Regimes, the PBRs Proclamation has adopted disclosure requirements as a condition for
the grant of plant breeders' right. The PBRs Proclamation, however, does not include one
pillar of disclosure requirements-disclosure of origin. In addition to this, the provision
which deals with disclosure requirements does not have a panacea to the possible problems
that would arise in implementing the requirement. Hence, future revision of the law or the
regulation to be enacted for the enforcement of the proclamation needs to specify many

details, including the circumstances leading to a requirement for disclosure; the timing; the

164

www.chilot.me



content, format, and the level of details required from the applicant; and the consequence of
failure to disclose. And disclosure of origin/source as one element of disclosure

requirements needs to be integrated in the law.

This being so, as incidental it may be, if this additional requirement included in the PBRs
proclamation raises the issue of its incompatibility with the TRIPs Agreement in the
process of Ethiopia's accession to the WTO, it should be argued that it is a measure
necessary to change ABS objectives enshrined in the CBD and the ABS Proclamation in to
a reality and the sui generis option envisaged in the TRIPs Agreement for the protection of
plant varieties allows countries to include such additional requirements in addition to the

conventional ones.

In negotiating and concluding ABS agreements, a reasonable care should be given to IPR
related terms as creation of IPRs is the usual method for crystallizing the economic values

of R&D made based on GRs. In particular, the following are recommendable:

* Including joint ownership of IPRs as one mode of benefit sharing since it can provide a
reassurance to the country in that it will retain a say over how the resources are
developed and used and how a new invention derived from the GRs are developed, used
and disseminated. Of course, this can be realized in jurisdictions which require the
consent of the joint owners of the IP for effective development and exploitation of the

patent or another IP right.
» Incorporating disclosure requirements as a contractual obligation in ABS agreements;

* Including terms which mandate the applicability of IPR laws of the country to govern

the agreement and to settle disputes that would arise;

» Taking the necessary care in using the terms 'origin' and 'source'; that means, if the GR
which is the subject of the ABS agreement is indigenous to Ethiopia and at the same
time it is the provider, the terms 'origin' and 'source' should be used in stipulating terms
which impose an obligation of disclosure on users. So much so that, the user will be

duty bound to disclose Ethiopia as origin of the GR irrespective of where it is sourced.
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On the other hand, if the country is a provider of the GRs only, it suffices to use the

term 'source' in obliging the user to recognize Ethiopia as a country of source.

& Finally, for all these to happen, the coordination between government institutions working
on the management and governance of GRs and IPRs both at the process of lawmaking
and enforcement has a paramount importance. In this regard, developing the culture of
working together in a coordinated manner between the Institute of Biodiversity
Conservation, the EIPO and the Ministry of Agriculture is quite indispensable in
harmonizing ABS and IPR Legal Regimes in the process of lawmaking (as these
institutions are the places where laws in the areas of ABS and IPRs to be initiated) and

keeping this harmony at the time of implementation.
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